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Danguolé Klimkeviciaté

PROBLEMS OF THE LEGAL PROTECTION OF
WELL-KNOWN TRADEMARKS AND TRADEMARKS
WITH A REPUTATION

Summary

Problems and relevance of the research. Without doubt the questions of
legal protection of well-known trademarks and trademarks with a reputation are
assigned to ones of greatest complexities for their material, as well as procedural
aspects. It must be stressed that the need to ensure protection of (unregistered)
well-known trademarks differs in various markets. It is smaller in the strong
economies (e.g. Germany, Denmark), and, as Prof. A. Kur points out, might even
give the impression that the provision (which is the source of legal protection of
such trademarks) of Article 6bis of the Paris Convention for the Protection of
Industrial Property (hereinafter — the Paris Convention)' loses its significance.
However, the situation differs in the markets of the new, weaker economies. The
necessity to provide protection for well-known trademarks most often arises in the
markets which had previously been closed to foreign traders and which, because of
economic development, are becoming more attractive to manufacturers of goods,
identified with certain trademarks®. In such instances, notoriety is a condition
for denying the rights already acquired (by a local entity) in a relevant market by
registering an analogous or a confusingly similar trademark or by prohibiting the
use of such a trademark.

The divide between well-known trademarks and trademarks with a reputation
is quite indistinct, however, it is acknowledged in most studies that both of these
categories are more alike than different, and a systematic dilemma is emphasised,
programmed by the expressis verbis international and EU legal regulation,

! Paris Convention for the Protection of Industrial Property of March 20, 1883 (as revised
at Brussels on December 14, 1900, at Washington on June 2, 1911, at The Hague on
November 6, 1925, at London on June 2, 1934, at Lisbon on October 31, 1958 and at
Stockholm on July 14, 1967). Valstybés Zinios. 1996, Nr. 75-1796.

2 See Kur, A. The WIPO Recommendations for the Protection of Well-Known Marks. IIC
(International Review of Industrial Property and Copyright Law). Max Planck Institute
for Intellectual Property, Competition and Tax Law. 2000, 31(7-8): 824.

3 Ibid., p. 824-825.



where the demarcation of the legal protection of trademarks of the latter category
is not fully adequate®.

The problem of delimitation of the legal concepts specified above is not re-
solved by the interpretations provided by the Court of Justice of the European
Union (until December 1, 2009 - the Court of Justice of the European Communi-
ties) (hereinafter — the ECJ). The issues discussed presuppose that the legal regu-
lation, as well as the case law of the courts of the EU Member States is dissimilar,
and it causes the legal uncertainty and insecurity of the market participants. The
latter problem is stressed by scientists in the most recent research, also by prac-
titioners analysing the legal situation and, naturally, aiming to purposefully plan
their business strategy. The protection of trademarks is, without doubt, a part of
such a strategy.

This research analyzes the problem of the demarcation of the concepts
“well-known trademarks” and “trademarks with a reputation” As previously
mentioned, the latter categories are neither essentially different, nor can they be

* Kur, A. TRIPS and Trademark Law (From GATT to TRIPS - The Agreement on Trade-
Related Aspects of Intellectual Property Rights). IIC Studies in Industrial Property and
Copyright Law. Max Planck Institute for Foreign and International Patent, Copyright and
Competition Law. 1996, 18: 93-116; Kur, A. Well-Known Marks, Highly Renowed Marks
and Marks Having a (High) Reputation - What's It All About? IIC (International Review
of Industrial Property and Copyright Law). Max Planck Institute for Intellectual Property,
Competition and Tax Law. 1992, 23(2): 218-236; Mostert, E. W. Famous and Well-Known
Marks. London: Butterworths, 1997, p. 147-148; Kur, A., supra note 2, p. 824-845; Got-
ting, H.-P. Protection of Well-Known, Unregistered Marks in Europe and the United
States. IIC (International Review of Industrial Property and Copyright Law). Max Planck
Institute for Intellectual Property Competition and Tax Law. 2000, 31(4): 389-408; Senftle-
ben, M. The Trademark Tower of Babel - Dilution Concepts in International, US an EC
Trademark Law. IIC (International Review of Industrial Property and Copyright Law).
Max Planck Institute for Intellectual Property Competition and Tax Law. 2009, 40(1):
45-77; Gervais, D. The TRIPS Agreement. Drafting History and Analysis. (3rd ed.). Lon-
don: Sweet&Maxwell, 2008, p. 275-278; Correa, C. M. Trade Related Aspects of Intel-
lectual Property Rights (A Commentary on the TRIPS Agreement). New York: Oxford
University Press, 2007, p. 188-193; Stoll, P. T., et al. WTO-Trade-Related Aspects of Intel-
lectual Property Rights. Leiden-Boston: Martinus Nijhoff Publishers, 2009, p. 323-330;
UNCTAD-ICTSD Project on IPRs and Sustainable Development. Resource Book on
TRIPS and Development. New York: Cambridge University Press, 2005, p. 238-241;
Philips, J. Trade Mark Law (A Practical Anatomy). New York: Oxford University Press,
2003, p. 361-419; Dinwoodie, G. B., et al. International Intellectual Property Law and
Policy. (2nd ed.) New York: LexisNexis, 2008, p. 175-185; Pires de Carvalho, N. The
TRIPS Regime of Trademarks and Designs. The Hague: Kluwer Law International, 2006,
p. 271-291; Weckstrom, K. Protection of Trade Marks Having a Reputation: A Compara-
tive Study of Recent Case Law in the EC and the US. Turku: Digipaino, 2002.



regarded as synonyms. However, it is to be stressed that the legal protection of
both - well-known trademarks and trademarks with a reputation - goes beyond
the scope of fundamental principles of legal protection of trademarks: registration
(the protection of a well-known trademark is not linked to the registration
thereof) and speciality (i.e. the protection of a trademark does not only apply to
goods or services which are identical or similar). This inevitably leads to a search
for theoretical and practical boundaries of such protection, whereas protection,
exceeding the fundamental principles of legal protection and the expansion of the
monopoly of the protection of the rights of the owner of the trademark must be
interpreted as an ultima ratio measure, and not as a rule. In both theory and practice
a question is raised, concerning the criteria which must be fulfilled by a trademark
in order for it to be acknowledged as well-known or having a reputation.

As to the procedural legal aspects, it is to be noted that it is under discussion,
which procedure (administrative — at the State Patent Bureau - or in courts; a priori
or relating to a trademark under dispute) is to be carried out for the trademark
to be granted the legal status of a well-known trademark or a trademark with a
reputation. A problem is also raised regarding the register of such trademarks (in
other words, the publicity thereof), the entrance into such a registry and the dispute
procedure. The existence of the mentioned register is favourable to the owners of
well-known trademarks and trademarks with a reputation, however, at the same
time raises new questions, namely those concerning the term of validity of notoriety
and reputation. Neither the international, nor the EU law establishes imperative
requirements for the procedure of the acknowledgment of marks as well-known
trademarks or trademarks with a reputation, nor for the register mentioned above.

Part of the EU Member States have duly resolved the problem of delimitation
of concepts of well-known trademarks or trademarks with a reputation at the level
of national legal regulation by laying down a separate category of trademarks, i.e.
well-known trademarks with a reputation. However, it is important to note that
a proper delimitation in the national law of the EU Member States is inadequate,
therefore, the latter question must be resolved systematically, and by appropriately
adjusting the EU legal regulation as well, which in its turn would lead to qualitatively
new interpretations of the ECJ.

A conceptual analysis of well-known trademarks and trademarks with a
reputation is necessary in order to evaluate the trends of protection of trademarks
of this category, the potentiality and prospects of formation of uniform standards
of protection, i.e. provide a place for them in the general system of legal protection
of trademarks. The existing legal uncertainty presupposes the application of
different standards not only within different states, but also within the courts of
the same state, within the same court and even by the same judge considering
individual cases. All this determines the necessity for a comprehensive research,
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based on which, a systematic and common approach towards the issues discussed
could be begun to be developed. This would help ensure the balance of interests
of both parties — the owners of well-known trademarks or trademarks with a
reputation and their likely defendants. The owners of well-known trademarks
and trademarks with a reputation would be able to plan strategies of protection
of trademarks belonging to them, while their likely defendants could foresee the
legal consequences of some of their actions.

The subject-matter of the research is the specifics of the legal regulation and
protection of well-known trademarks and trademarks with a reputation. Topical
issues are analyzed using the method of comparative analysis: the situations existing
within the EU Member States are compared and a legal analysis of the status in
Lithuania is presented. Questions of legal protection of well-known trademarks
and trademarks with a reputation are analyzed in comparison to a separate and
autonomous Community trademark protection system (a comparative analysis is
presented on the peculiarities of the legal protection of trademarks of this category
at the national levels of various states and that of the EU). The study focuses on the
conception of protection of those trademarks, the problem of interrelation of the
concepts of well-known trademarks and trademarks with a reputation, the trends
of legal regulation in the EU, the analysis of criteria, which must be fulfilled by a
trademark in order for it to be provided with the protection of well-known trademark
or trademark with a reputation, the problem of the boundaries of protection and
the relation thereof to the problem of bad faith as separate grounds.

The aim of the research is to provide a complex analysis of the problems
of protection of well-known trademarks and trademarks with a reputation, the
delimitation of trademarks of the latter category, the criteria and boundaries of
protection thereof; to provide propositions of solutions to the latter problems and of
improvements of the relevant legal regulation. The problems are disclosed through
an analysis of international and EU legal provisions and the ratio legis interrelation
thereof, as well as the current legal regulation of the EU Member States, trends of case
law, interpretations of the ECJ and ways in which they are reflected in practice.

Tasks of the research:

1. Toreveal the main features of the legal protection of well-known trademarks
and trademarks with a reputation and problems of the latter protection in the
context of expressis verbis international and EU legal regulation.

2. To disclose the content of the legal protection of well-known trademarks,
the relation thereof to trademarks with a reputation; to analyze the criteria for the
acknowledgement of a trademark as well-known.
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3. To analyze the content of the legal protection of trademarks with a
reputation by disclosing the nature of reputation, as a legal concept, the trends of
its development and the interpretation of the latter legal concept in the case law
of the ECJ; determine the conditions for providing protection overstepping the
boundaries established by the classical trademark law.

4. To analyze the positive and negative aspects of legal regulation in Lithuania
and the trends of case law; and determine whether the national legal regulation
and case law of Lithuania is in harmony with the relevant regulation and trends
of jurisprudence of other EU Member States.

5. To analyze the most topical procedural legal aspects relating to the
protection of well-known trademarks and trademarks with a reputation; give an
evaluation on the relevance of the date, considered important for deciding on
the notoriety and reputation of a trademark, as well as the term of validity of
notoriety and reputation; determine under which procedure a trademark may
be recognised as well-known or with a reputation, and evaluate the possibility
of a register of well-known trademarks and trademarks with a reputation or a
possibility to publicise the notoriety and reputation in another way.

6. To determine the relation between the protection of well-known trade-
marks and trademarks with a reputation and another separate measure of legal
protection of trademarks — a possibility to contest the registration of a mark in
cases when an application for the registration of that trademark had been filed
in bad faith; define the determining factors in the process of deciding upon the
application of each of the legal measures mentioned above, and evaluate the
position of unprecedented trademarks inherited from the Soviet period in the
legal system of protection of trademarks.

Academic novelty and practical significance of the research. The problems
analyzed in the dissertation are relevant from both an academic and practical
perspective. When problems of the current legal regulation and case law relating
to the protection of well-known trademarks and trademarks with a reputation are
examined, trends of development of protection of the latter category of trademarks
are identified, the present basis of legal regulation and case law may be improved,
gaps of legal regulation may be filled and shortcomings eliminated.

First. For the first time in Lithuanian legal discourse this research provides
a comprehensive analysis of problems of legal protection of well-known trade-
marks and trademarks with a reputation. Up to now, the Lithuanian legal research
examined separate issues of legal protection of trademarks of the latter category.
There are more studies relating to well-known trademarks and trademarks with a
reputation in foreign jurisprudence, but they also lack a comprehensive research
covering a greater part of issues associated with this topic.



Second. The problems of legal protection of well-known trademarks and
trademarks with a reputation are analyzed through a comparative perspective, by
providing a study of the existing legal regulation and the main trends of case law of
the EU Member States related to the legal protection of well-known trademarks and
trademarks with a reputation. This gave the author of the dissertation the possibility
to get an insight of the direction towards which the protection of trademarks of
this category is progressing in the European states, the main problems it faces
when deciding upon one model of legal regulation or another, and when resolving
particular disputes in practice. One of the most important problems the legislator
and case law faces is the inability to find a divide of conceptual nature between
well-known trademarks and trademarks with a reputation. Based on the research
carried out, a conclusion is made that notoriety, as a quantitave criterion, is per se
only a basis to provide a mark with protection without registration. The reputation
of a mark, a qualitative criterion, is a condition to provide a protection also to
dissimilar goods and (or) services, meaning, in other words, that the monopoly
of protection of a mark is expanded, which does not in itself depend on the fact
of registration of the mark. The research performed is a part of a project called
“Options for Harmonization of Trade Mark Law in the European Community” and
organised by the Max Planck Institute for Intellectual Property, Competition and
Tax Law (Munich, Germany)®. The latter circumstance indicates the necessity of the
research, as well as its novelty.

Third. The novelty of the academic analysis performed is confirmed by the
fact that this research raises questions of problems of international and EU
regulation, relating to the protection of well-known trademarks and trademarks
with a reputation. The study analyzes the question, in which direction the EU legal
regulation concerning the protection of well-known trademarks and trademarks
with a reputation must progress. The author of the research relies on the insights
and critics of the most prominent representatives of the European trademarks
jurisprudence, analyzes and provides suggestions regarding the direction in which
the legal regulation and case law should be developed. The necessary corrections
of legal regulation and practice would allow better ensuring of the balance of the
rights of the parties to a dispute and would secure the conditions for greater legal
certainty.

Fourth. This research is the first in Lithuanian jurisprudence to analyze the
problems of the criteria of the standard of notoriety and reputation, as well as
the position of the legal protection of well-known trademarks and trademarks
with a reputation and the interralation thereof with the classical system of legal

> Max Planck Institute for Intellectual Property, Competition and Tax Law (Munich).
MPIGE Projektdatenbank [interactive]. [accessed 29-04-2011]. <http://www.ip.mpg.de/
apps/mpi_projectdb/index.cfm?fuseaction=show_project&id=318>.



protection of marks in the possibility of being confused, and an element of the
bad faith of the defendant in applying for the registration of the mark. On the one
hand, the protection of well-known trademarks and trademarks with a reputation
is considered as an ultima ratio measure, while, on the other hand, it is emphasised
that even though the protection of well-known trademarks and trademarks with
a reputation also includes the fact of bad faith, the instruments of legal protection
are not in themselves overlapping and substitutable. Otherwise, the protection
of well-known trademarks and trademarks with a reputation would become an
unlimited monopoly. This is precisely the topic of discussions of the most recent
academic studies published abroad.

Fifth. The novelty of the academic research is also indicated by the fact that
problems of legal protection of well-known trademarks and trademarks with a
reputation are inter alia analyzed from a practical perspective, i.e. with regard and
taking into consideration the problems faced by courts when hearing cases relating
to the legal protection of well-known trademarks and trademarks with a reputation.
The study also provides an evaluation of possible solutions through amendments
of legal regulation. Solutions to problems of existing case law are analyzed, which
would be relevant in case the current legal regulation is not amended. Therefore,
the study is also valuable to the courts, as well as members of the private sector,
representing the interests of opposite parties to the dispute.

Statements to be defended:

1. The present European conception of legal protection of well-known
trademarks and trademarks with a reputation is unbalanced; the boundaries of
legal protection of trademarks of this category are ambiguous. This leads to legal
uncertainty and insecurity of possible defendants, even in cases when they had
undertaken every effort in checking that their application to register a trademark
or the bringing of it into use does not breach the rights of other persons. This
resulted in the estrangement of the legal protection of well-known trademarks
and trademarks with a reputation from its roots: such protection was only meant
for exclusive brands and exceptional situations.

2. The EU legal regulation of well-known trademarks and trademarks with a
reputation is systematically inadequate and requiring improvement, inter alia by
laying down provisions ensuring legal protection of well-known trademarks with
a reputation. The notoriety of a trademark, as a condition for protection without
registration, does not in itself mean that the mark has a reputation. And, on the
contrary, the fact that a mark has a reputation does not in itself mean that it is
well known.



3. The basis of the legal protection of trademarks should not exceed the
boundaries of the so-called classical protection. The protection of well-known
trademarks and trademarks with a reputation should not become an alternative
to the classical protection of a trademark.

SURVEY OF THE RESEARCH

Lithuania lacks academic research focusing on issues of legal protection
of well-known trademarks and trademarks with a reputation. Apart from the
studies published by the author, certain questions have been examined in an
academic publication of G. Pranevi¢ius®. In the doctoral dissertation of A. Zelvys
titled “Problems of Trademark Licensing” the issue of a licensing agreement of
well-known trademarks was examined in detail’. Certain questions relating to
the legal protection of well-known trademarks and trademarks with a reputation
have been analyzed in the doctoral dissertation of J. Truskaité titled “Problems
of the Legal Protection of Distinctive Signs”, defended at Vilnius University
in 2009%. One of the chapters of the latter dissertation is called “Supplemental
Protection of Marks with a Reputation”. However, unlike this research, the latter
one does not provide a comprehensive analysis of the protection of trademarks
of the mentioned category. Some questions, which - at first glance — might seem
as overlaping, i.e. the origin of protection of reputation, the nature of damages
to a mark, in other words, the undisputable facts, which may not be completely
overlooked and must be at least briefly overviewed when analyzing the questions
of protection of well-known trademarks and trademarks with a reputation, are
studied by the author of this dissertation only to the extent that they indicate the
problems of legal protection of trademarks of this category. The main difference
of this academic research and that of Dr. J. Truskaité is the comprehensive nature
of the former, the completely different and new problems it raises, a different

¢ Pranevicius, G. Lietuvos Respublikos teisinio reglamentavimo dél placiai zinomy
ir reputacija turinciy prekiy Zenkly suderinimas su Europos Sajungos teise. [en. —
Pranevic¢ius, G. “Harmonization of the Legal Regulations of the Republic of Lithuania
Regarding Well-Known and Reputation Having Trade Marks with the Relevant EC
Law”] Jurisprudencija. 2003, 44(36): 79-85.

7 Zelvys, A. Teisiy j prekiy Zenklus licencijavimo probleminiai aspektai. Daktaro disertacija.
Socialiniai mokslai (teisé) (01 S). Vilnius: Vilniaus universitetas, 2011, p. 139-144. [en.
~ Zelvys, A. “Problems of Trademark Licensing”. Doctoral Dissertation. Social Sciences,
Law (01 S). Vilnius: Vilnius University, 2011, p. 139-144.]

8 Truskaité, J. Komerciniy Zymeny teisinés apsaugos problemos. Daktaro disertacija. So-
cialiniai mokslai (teisé¢) (01 S). Vilnius: Vilniaus universitetas, 2009. [en. — Truskaité,
J. “Problems of the Legal Protection of Distinctive Signs”. Doctoral Dissertation. Social
Sciences, Law (01 S). Vilnius: Vilnius University, 2011.]

10



approach towards many of the issues (for example, towards the EU regulation,
interpretations of the ECJ, the balance of the interests of different parties, et al.),
different legal arguments presented. The practical experience of the author of
this dissertation allows for a lot of theoretical questions and interpretations of
the ECJ to be analyzed through their reflection in practice, for insights on their
meaning to be formulated, and for attempting to ensure greater legal certainty
and definition, as well as balance of the interests of the parties.

Foreign research pays greater attention to issues of legal protection of well-
known trademarks and trademarks with a reputation. Up to now, the greatest quantity
of material synthesis has been provided by E. W. Mostert; however, his research was
carried out almost fourteen years ago’. Questions of demarcation of well-known
trademarks and trademarks with a reputation have been analyzed in the studies of
Prof. A. Kur'®. Comparative aspects of issues of protection of well-known trademarks
in Europe and in the USA have been examined by K. Weckstrom'!, H.-P. Gotting'?,
Prof. M. Senftleben’, S. Casparie-Kerdel", Prof. T. J. McCarthy". Certain procedural
questions of protection of well-known trademarks and trademarks with a reputation
(validity of notoriety and reputation, the problem of the register of well-known
trademarks) have been analyzed by Prof. R. B. Bertagna'®, Prof. R. Kelbrick",

° Mostert, E. W, supra note 4; Mostert, F. W. Well-Known and Famous Marks: is Harmony
Possible in the Global Village? The Trademark Reporter. 1996, 86: 103-141.

10 Kur, A. TRIPS and Trademark Law (From GATT to TRIPS - The Agreement on Trade-
Related Aspects of Intellectual Property Rights). IIC Studies in Industrial Property and
Copyright Law. Max Planck Institute for Foreign and International Patent, Copyright and
Competition Law. 1996, 18: 93-116; Kur, A. Well-Known Marks, Highly Renowed Marks
and Marks Having a (High) Reputation - What's It All About? IIC (International Review
of Industrial Property and Copyright Law). Max Planck Institute for Intellectual Property,
Competition and Tax Law. 1992, 23(2): 218-236.

1 Weckstrom, K., supra note 4.

12 Gotting, H.-P,, supra note 4.

13 Senftleben, M., supra note 4.

!4 Casparie-Kerdel, S. Dilution Disguised: Has the Concept Made its Way into the Laws of
Europe? European Intellectual Property Review. 2001, 23(4): 186-195.

!> McCarthy, T. J. Dilution of a Trademark: European and United States Law Compared.
The Trademark Reporter. 2004, 94(6): 1163-1181; McCarthy, J. T. Proving a Trademark
Has Been Diluted: Theories or Facts? Hauston Law Review. 2004-2005, 41: 713-747.

!¢ Bertagna, B. R. Fleeting fame under the Trademark Dilution Revision Act of 2006. Jour-

nal of Intellectual Property Law and Practice. 2007, 2(12): 821-824.

Kelbrick, R. “Gaps” in Time: When Must a Mark Be Well Known? IIC (International

Review of Industrial Property and Copyright Law). Max Planck Institute for Intellectual

Property Competition and Tax Law. 2006, 37(8): 920-938.

Q
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K.-C. Liu®, L. S. Smith". Prof. A. Kur has also studied the problems of criteria of
well-known trademarks®. Critical aspects of the ECJ judgments have been analyzed
by S. Maniatis and D. Botis*. Specifics of protection of well-known trademarks in
the USA have been investigated by S. A. Duvall”2, M. H. H. Luepke?, S. Chong*,
Prof. D. S. Welkowitz®, Ch. T. Micheletti and D. Z. Doruman?®, problems of the
interrelation of international and EU provisions have been discussed by D. Gervais?,
C. M. Corea®, N. Pires de Carvalho® and others.

However, it must be recognised that up to now there has been no compre-
hensive research of well-known trademarks and trademarks with a reputation that
synthesises not separate individual, but at least a number of issues of protection
of trademarks of this category. It is also to be stressed that previous studies lack
critical approach toward the problems of trends of development of protection of
trademarks of the latter category (at least in Europe), and also deliberations on
real cases where the problem of the balance of interests of the parties to a dispute
could be dealt with (to quote Prof. J. T. McCarthy “after landing into the difficult

18 Liu, K.-C,, et al. The Use and Misuse of Well-Known Marks Listings. IIC (International
Review of Industrial Property and Copyright Law). Max Planck Institute for Intellectual
Property Competition and Tax Law. 2009, 40(6): 685-697.

! Smith, L. S. Implementing a Registration System for Famous Trademarks. The Trade-
mark Reporter. 2003, 93: 1097-1152.

2 Kur, A., supra note 2, p. 824-845.

2! Maniatis, S. Trade Marks in Europe: a Practical Jurisprudence. London: Sweet & Maxwell,

2006; Maniatis, S., Botis, D. Trade Marks in Europe: A Practical Jurisprudence. (2nd ed.).

London: Sweet & Maxwell, 2010.

Duvall, S. A. The Trademark Dilution Revision Act of 2006: Balanced Protection for

Famous Brands. The Trademark Reporter. 2007, 97: 1252-1312.

» Luepke, M. H. H. Taking Unfair Advantage or Diluting a Famous Mark - A 20/20
Perspective on the Blurred Differences Between U.S. And E.U. Dilution Law. The
Trademark Reporter. 2008, 98: 789-833.

# Chong, S. Protection of Famous Trademarks against Use for Unrelated Goods and
Services: a Comparative Analysis of the Law in the United States, The United Kingdom
and Canada and Recommendations for Canadian Law Reform. The Trademark Reporter.
2005, 95: 642-704.

» Welkowitz, D. S. Famous Marks under the TDRA. The Trademark Reporter. 2009, 99:

983-1003.

Micheletti, CH. T., Doruman, D. Z. Proving Dilution by Blurring: an Analysis of Dilu-

tion by Blurring Factors Under the Federal Trademark Dilution Act. The Trademark

Reporter. 2002, 92: 1345-1392.

7 Gervais, D. The TRIPS Agreement (Drafting History and Analysis). (2nd ed.). London:
Thomson Sweet & Maxwell, 2003; Gervais, D., supra note 4.

# Correa C. M., supra note 4.

# Pires de Carvalho, N., supra note 4.
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reality”). These questions have been analyzed by Prof. A. Kur, Prof. M. Senftleben,
Prof. D. S. Welkowitz, Prof. J. T. McCarthy, S. Maniatis and D. Botis in their studies.
The ideas of the latter academics formed the starting point for the insights of this
research.

In a 2011 study of the Max Planck Institute for Intellectual Property,
Competition and Tax Law (Munich, Germany) titled Trade Mark Study®, a
common evaluation of the functioning of the European system of trademarks was
presented. However, issues of protection of well-known trademarks and trade-
marks with a reputation are only briefly analyzed and constitute a modest part
of the Study’'.

In the process of the research the author more than once completed a
traineeship at the Max Planck Institute for Intellectual Property and Competition
Law (in 2008 and 2010), where, apart from legal doctrine, she also analyzed the
main trends of the EU legal regulation and case law, and examined the possibilities
of development of the EU law on the above-mentioned issues (scientific super-
visors: Prof. J. Straus (2008), Prof. A. Kur (2010)). This research relies on some of
the results of the research of the author carried out at the Max Planck Institute
under a project relating to options for harmonization of trademark law in the
EU%.

METHODOLOGY OF THE RESEARCH

The main methods applied in the research were: historical, comparative, tel-
eological, systematic analysis, analytical, method of documental (source content)
analysis, linguistic analysis and other methods used in legal research.

The historical method was applied for disclosing the genesis of the protection
of well-known trademarks and trademarks with a reputation, the meaning of legal
provisions analyzed, establishing the variations of boundaries of legal regulation,
application and protection of well-known trademarks and trademarks with a
reputation during different periods of time. The historical method was used to
distinguish the evolution of legal regulation throughout different periods of time

% Until January 1, 2011 — Max Planck Institute for Intellectual Property, Competition and
Tax Law (Munich, Germany).

3! Max Planck Institute for Intellectual Property and Competition Law (Munich). Study on
the Overall Functioning of the European Trade Mark System. February 15, 2011 [inter-
active]. [accessed 21-03-2011]. <http://www.ip.mpg.de/shared/data/pdf/mpi_final re-
port.pdf>.

> MPIGE Projektdatenbank [interactive]. [accessed 29-04-2011]. <http://www.ip.mpg.
de/apps/mpi_projectdb/index.cfm?fuseaction=show_project&id=318>; <http://www.
ip.mpg.de/shared/data/pdf/scholarships_trade_mark_law_v2.pdf>.
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and the factors which determined the changes; problems of protection of well-
known trademarks and trademarks with a reputation and of the concept of the
boundaries of the latter protection were identified.

The use of the comparative method allowed the collation of legal regulation
existing in various EU Member States, concerning the specifics of protection of
well-known trademarks and trademarks with a reputation, as well as the main
trends of case law thereof. The latter method provided a possibility to establish
the main characteristics of the legal regulation and case law of different juris-
dictions, in order to distinguish the universal problems arising in the sphere of
protection of well-known trademarks and trademarks with a reputation. The
application of the comparative method provided a possibility to also evaluate
the legal regulation of the acquis communautaire, the relation thereof to the
regulation established by the international law and the national law of indi-
vidual Member States of the EU. The latter presupposed certain conclusions
relating to the improvement of the EU legal regulation. Moreover, the compara-
tive method proved to be suitable for disclosing the relation of the protection of
trademarks of the category analyzed (the similarities and differences thereof)
in the EU and in the USA.

The teleological method was applied while analyzing the objectives of the
conception of protection of well-known trademarks and trademarks with a repu-
tation, and the criteria allowing for the demarcation of the boundaries of applica-
tion of the latter protection. It is applied in order to disclose the main character-
istics distinguished by the classical concept of protection, of legal protection of
trademarks existing in various states, and the ways in which the latter affected
the specifics of individual jurisdictions, relating specifically to the protection of
well-known trademarks and trademarks with a reputation. The application of the
teleological method allowed the author to demonstrate the inner meaning of the
text of the legal provisions analyzed, possible interpretations of the latter legal
provisions and the legal consequences thereof.

Through the use of the method of systematic analysis, the methodology for
solving the problem of the conception of the nature of well-known trademarks
and trademarks with a reputation, and of the protection of trademarks of the
latter category, especially - of the boundaries of the latter protection, is revealed.
By applying the analytical method, criticism of the current legal regulation of
well-known trademarks and trademarks with a reputation is presented, and pos-
sible solutions to the latter problems are proposed. These methods are used with
the aim of disclosing the basis of the contemporary conception of protection of
well-known trademarks and trademarks with a reputation and the boundaries
thereof, and to distinguish the gaps of the current legal regulation, as well as the
elements of the latter to be replaced.

14



The method of documental (source content) analysis together with the linguistic
analysis have been used to identify the content, real meaning and effectiveness
of the practical application of legal provisions, court decisions of Lithuania and
foreign countries as well as academic sources.

RESULTS AND STRUCTURE OF THE RESEARCH

Reliability of the results of the research. The abundance and diversity of the
sources of the research, the methods of scientific research applied precondition
an implication that the results of the research are credible.

Approval of the results of the research. The main results of the research
have been published in “Jurisprudence” and “Societal Studies”, the research papers
of Mykolas Romeris University, and in the journal on legal studies and practice
“Justitia”®. The author is also the co-author of the textbook published in 2010,
titled “Intellectual Property Law”, in which she analyzed issues of legal protection
of trademarks, inter alia the problematic aspects related to the protection of
well-known trademarks and trademarks with a reputation®.

# Klimkeviciaté D. Placiai Zinomy prekiy Zenkly apsauga (kai kurie teoriniai bei prakti-
niai aspektai) [en. - “Protection of Well-Known Trademarks (Some Theoretical and
Practical Aspects)” (originally published in Lithuanian)]. Jurisprudencija. 2004, 55(47):
57-67; Klimkeviciuté, D. Placiai Zinomo prekiy zenklo samprata ir prekiy Zenklo
pripazinimo placiai zinomu kriterijai (kai kurie teoriniai ir praktiniai aspektai) [en. -
“Concept of a Well-Known Trademark and Criteria for Determination of whether a
Trademark is a Well-Known (Some Theoretical and Practical Aspects)” (originally
published in Lithuanian)]. Jurisprudencija. 2005, 71(63): 34-48; Klimkevic¢iaté D.
Placiai zinomy prekiy Zenkly teisinés apsaugos ribos: teisinio reguliavimo problemos
[en. - “The Boundaries of Legal Protection of Well-Known Trademarks: Problems
of Legal Regulation” (originally published in Lithuanian)]. Jurisprudencija. 2009,
1(115): 267-294; Klimkeviciaté, D. Prekiy Zenklai ir juridiniy asmeny pavadinimai:
tarpusavio santykio problema [en. - “Trademarks and Tradenames: the Problem of
Interrelation Thereof” (originally published in Lithuanian)]. Justitia. 2009, 1(71): 19-36;
Klimkeviciaté, D. Reputacijg turinciy prekiy zZenkly teisiné apsauga: aktualas Europos
Bendrijy Teisingumo Teismo ai$kinimai [en. — “ Legal Protection of Trademarks Having
a Reputation: the Relevant Interpretations of the Court of Justice of the European
Communities” (originally published in Lithuanian)]. Justitia. 2009, 2(72):67-80;
Klimkeviciaté, D. Placiai zinomy ir reputacija turinciy prekiy zenkly teisinés apsaugos
proceduriniai teisiniai aspektai [en. - “Procedural Aspects of the Legal Protection of
Well-Known Trademarks and Trademarks with a Reputation” (originally published
in Lithuanian)]. Justitia. 2010, 1(73): 55-70; Klimkevi¢iuté, D. The Legal Protection of
Well-Known Trademarks and Trademarks with a Reputation: the Trends of the Legal
Regulation in the EU Member States. Socialiniy moksly studijos. 2010, 3(7): 229-256.
Bir$tonas, R, et. al. Intelektinés nuosavybés teisé [en. — “Intellectual Property Law” (origi-
nally published in Lithuanian)]. Vilnius: Registry centras, 2010, p. 542-548, 550-552.
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Part of the results of the research (the comparative analysis of the legal
regulation in the EU Member States, the relation thereof to the legal provisions
of international and EU law) has been submitted to the Max Planck Institute for
Intellectual Property and Competition Law (Munich, Germany).

The doctoral dissertation has been discussed in the Department of Civil and
Commercial Law of Mykolas Romeris University.

The results of the research have also been presented in two reports atacademic
conferences organised by Mykolas Romeris University (on November 28,2003 and
November 26, 2004) (reports: “The Legal Protection of Well-Known Trademarks:
Theoretical and Practical Aspects” and “The Criteria for the Acknowledgement
of a Trademark as Well-Known: Theoretical and Practical Aspects” (both origi-
nally presented in Lithuanian)); at a round table discussion organised by the
International Trademark Association (INTA), held in Vilnius on April 24, 2009
(report: “The Boundaries of the Legal Protection of Well-Known Trademarks: the
Problems of the Legal Regulation”); at an international seminar for judges of the
Baltic countries, held in Vilnius on November 3-4, 2010 (organised by the World
Intellectual Property Organization (WIPO) in collaboration with the State Patent
Bureau and Mykolas Romeris University) (report: “Protection of Well-Known
Trademarks: Conceptions v. Reality”); at official meetings organised by the Office
for Harmonization in the Internal Market (Trade Marks and Designs) for the
Community trademark judges.

The author gives lectures on the topic of the research at the Training Centre
of the Ministry of Justice.

Structure of the research. The structure of the study is determined by the
tasks defined. The study consists of an introduction, six parts and conclusions.

The first part analyzes the main features of the legal protection of well-known
trademarks and trademarks with a reputation and the problems of the latter
protection. One of the main problems, concerning the protection of well-known
trademarks and trademarks with a reputation is a systematic dilemma of delimi-
tation of well-known trademarks and trademarks with a reputation, programmed
by the expressis verbis international and EU legal regulation. Based on academic
analysis, the study seeks to substantiate that protection of a mark applicable to
dissimilar goods and (or) services, in other words, the boundaries of trademark
protection are not automatically dependable neither on the notoriety of the
trademark, nor on the fact of its registration.

The second part, through the analysis of problems and trends of legal regu-
lation of EU Member States, discloses the content of the legal protection of
well-known trademarks. The criteria for the acknowledgement of a trademark as
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well-known, the standard of trademark notoriety applied by the courts of the EU
Member States and the means of proof thereof are analyzed in detail.

The third part analyzes the specifics of the legal protection of trademarks
with a reputation and the relation thereof to the protection of well-known
trademarks. The nature of trademark protection applied to dissimilar goods and
(or) services is analyzed, as well as different theories of such protection (beyond
the boundaries of classical trademark protection). Much attention is paid to the
critical analysis of the judgments of the ECJ and to the problem of the boundaries
of trademark protection of dissimilar goods and (or) services. The influence of two
jurisdictions - the Benelux and the USA - on the current trends of protection of
reputable trademarks of dissimilar goods and (or) services is also investigated.

The fourth part examines the specifics of legal regulation and the trends of
case law in Lithuania and the main problems that the courts have been facing
while applying the provisions of the Law on Trade Marks and Service Marks
adopted in 1993, the first since the declaration of independence, as well as the Law
on Trade Marks currently in force. The analysis presented seeks to demonstrate
that, whereas the current legal regulation is imperfect, partially due to problems
of the expressis verbis international and EU regulation described in the first part
of the study;, it has not lead to conceptual problems of case law.

The fifth part analyzes in detail the procedural legal aspects related to the
protection of well-known trademarks and trademarks with a reputation; i.e. the
date on which a well-known trademark or a trademark with a reputation can be
recognised as such; the procedure under which a trademark may be recognised
as well-known or with a reputation; the problem of the register of well-known
trademarks and trademarks with a reputation.

The sixth part investigates the relation of well-known trademarks and trade-
marks with a reputation to bad faith. Bad faith is another separate measure of
legal protection of trademarks (by requesting to declare void the registration of a
trademark which had been filed in bad faith). Therefore, solution to the problem of
the interrelation of the protection of well-known trademarks and trademarks with
a reputation (which includes the unfairness of the other party), and of bad faith,
as a separate measure of legal protection of trademarks, is analyzed. Problems of
protection of a peculiar category of trademarks, the so-called trademarks inherited
from the Soviet period, are also investigated. Because of an unprecedented existing
situation, the latter trademarks balance between two extremes - notoriety and, on
the other hand - an absolute inability to be protected as trademarks because of
their inconformity with the absolute requirements for trademarks.
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CONCLUSIONS

The academic research allows the author to ascertain that the aim of the
research indicated at the beginning of the study and the tasks identified have been
reached. Following synthesis of the results of the research, the following main
conclusions are presented:

1. A systematic dilemma of the delimitation of well-known trademarks
and trademarks with a reputation is programmed by the international and the
EU legal regulation linking trademark protection of dissimilar goods and (or)
services to the registration of the mark. In international law, Article 16(3) of the
TRIPS Agreement laying down the provision linking the possibility of trademark
protection of dissimilar goods and (or) services to registration must be interpreted
as a minimal standard. The research carried out demonstrated that the legal
concepts of a well-known trademark and a trademark with a reputation are not in
conflict, though not synonymous (interchangeable) either. Notoriety is a criterion
for providing protection without registration, even without the factual use of the
mark in a certain state. It is not per se a circumstance determining the trademark
protection of dissimilar goods and (or) services as well. Reputation of a trademark
does not in itself mean the protection of a mark as a well known trademark under
Article 6bis of the Paris Convention and Article 16(2) of the TRIPS Agreement.
The EU legal regulation is systematically inadequate and demands the possibility
of protection of reputation irrelevant of the fact of registration.

2. According to the example of the legal regulation of certain EU Member
States, issues of protection and the interrelation of the latter protection must be
resolved, both in the EU law and in the national law of Lithuania, according to a
formula of three levels of protection:

The first level of protection is the protection of unregistered well-known
trademarks within the principle of speciality, i.e. of identical and similar goods
and (or) services.

The second level of protection is the protection of registered trademarks with
a reputation beyond the principle of speciality, i.e. of dissimilar goods and (or)
services.

The third level of protection is the protection of unregistered well-known
trademarks with a reputation beyond the principle of speciality, i.e. of dissimilar
goods and (or) services.

Therefore the protection of the reputation of a trademark (as its commercial
value, attractiveness) must be available to the registered, as well as unregistered
trademarks.

The latter three levels of protection must not be understood and interpreted
as overlapping or substitutable by one another because they are intended for the
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regulation of different legal situations. If explained differently, the boundaries
of legal protection of well-known trademarks and trademarks with a reputation
would be further expanded, while the significance of the classical legal protection
of trademarks would further decrease.

The implementation of certain provisions solely in the national law of the
EU Member States, inter alia the law of Lithuania, is not sufficient, because qual-
itatively new interpretations of the ECJ having an erga ommnes effect of a new
legal concept of “well-known trademarks with a reputation”, which is already laid
down in the law of certain states, are called for. At the same time it constitutes the
necessity to first of all interpret reputation as qualitative characteristics of a mark,
while the legal concept of notoriety marks the quantitative characteristics.

3. The current protection of trademarks with a reputation in Europe is
distant from its origins (i.e. from the application thereof to exclusive marks and
exceptional situations). This has mostly been influenced by the courts of the
Benelux countries. However, unlike Europe, in the USA, where the doctrine of
“dilution” gained theoretical basis, it remained closer to its original roots.

4. The nature of the criteria for consideration in determining whether a
mark is a well-known mark, distinguished by the WIPO Joint Recommendation
Concerning Provisions on the Protection of Well-Known Marks of 1999, is to
be criticised because it significantly expands the boundaries of protection of
well-known marks, and negates the fact that the main measure of protection of a
trademark is nevertheless the “ordinary” registration thereof. At the same time it
should be noted that the establishment of certain criteria is not per se a negative
matter, but only if, in such an instance, the supplementary (indicative) nature of
such criteria is stressed.

5. The protection of trademarks must be based on the following hierarchy:

first, the classical trademark protection of identical and similar goods
and (or) services (first stage — of a registered; second stage — of a well-known
unregistered trademark);

second, the protection of well-known trademarks and (or) trademarks with
a reputation of dissimilar goods and (or) services;

third, trademark protection against the bad faith of others in the application
for the registration of trademarks.

Though the factual composition of circumstances of a case may overlap, the
alternation thereof is to be avoided.

6. The protection of well-known trademarks and trademarks with a repu-
tation, which includes the fact of bad faith, must not overlap with the bad faith,
as a separate ground for the invalidity of another trademark. In other words, the
mentioned grounds are not alternative and are applicable to different factual
composition. Therefore, a balance and a divide between these two measures of
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trademark protection, which are by nature independent, must be searched for.
The unfair intentions in filing an application for the registration of a trademark
constitute, first of all, an evaluation of a subjective factor - of the relations
between two parties to a dispute. The legal protection of well-known trademarks
and trademarks with a reputation is, firstly, an evaluation of objective factors —
notoriety and (or) reputation, in other words, of quantitative and qualitative
characteristics. The objective factors are to be evaluated first when deciding upon
the protection of well-known trademarks and trademarks with a reputation; the
unfairness of the defendant is only of supplementary value.

7. Currently, a common standard of notoriety in the EU cannot be distin-
guished, according to which the protection of well-known trademarks would
be provided. The standard of notoriety applied by the Lithuanian courts for
determining a trademark as well-known is quite high (approximately 50 percent
and more).

The significance of surveys of public opinion varies in cases when the question,
whether a trademark is well-known, is decided upon. Some states attribute them
greater meaning, some — less. Yet in “marginal” instances the surveys of public
opinion should serve as key evidence in determining a trademark as well-known.

8. The protection of well-known trademarks and trademarks with a reputa-
tion must be based on concrete cases (a case by case principle). A decision adopted
in one case regarding the breach of a well-known trademark or a trademark
with a reputation does, i.e. the recognition of a mark as well-known or with a
reputation at a specific single moment in time does not automatically mean that
an analogous decision will be made at another time in a subsequent case.

The moment of determining the fact of a trademark being well-known or
with a reputation is significant. It must be considered and discussed when a
dispute is heard, and also indicated in the decision of the court (or a pre-judicial
institution). The latter rule is mutatis mutandis applicable in cases, when the
question, whether a trademark is well-known or with a reputation, is a priori
resolved in an administrative procedure, which, though liable to criticism, but is
established by the law of some of the EU Member States.

The registration of another (conflicting) trademark cannot be declared void,
if the trademark protection in a certain state began earlier than the moment the
trademark belonging to the applicant became well-known or gained a reputation
in that state (except for the cases when an application for the registration of a
trademark had been filed in bad faith). The use of the former trademark cannot be
prohibited, if the bona fide use in a Member State commenced before the trademark
belonging to the applicant became well-known or gained a reputation in that state.

9. With an aim of informing other entities of a trademark’s acknowledg-
ment as well-known or with a reputation, better dissemination of information is
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called for. Different systems are applied in different states: registers of “advance”
(ex-ante) nature are established in some, and of “subsequent” (ex-post) nature in
others.

Based on the research, a conclusion is made that the most rational solution
is for the State Patent Bureau of the Republic of Lithuania to create a database of
“subsequent” (ex-post) nature (announced on an internet’s website), publishing the
decisions of the court (or a pre-judicial institution) regarding the acknowledgment
of trademarks as well-known (or with a reputation). This database would provide
the users with clear and accurate information that the trademark is recorded
in the database (of well-known trademarks and trademarks with a reputation)
for informational purposes only (the date and which the trademark had been
declared by a decision of the court (or a pre-judicial institution) as well-known
(or with a reputation)). It would also emphasise that the protection of well-known
trademarks or trademarks with a reputation is based on concrete cases (a case by
case principle).

10. The provision of Article 7 paragraph 1 part 3 of the Law on Trade Marks
of 2000 does not expressis verbis constitute absolute protection of a well-known
trademark. The case law of the courts reasonably rejected the possibility of such
(absolute) protection.

The current legal regulation of Lithuania, allowing decisions on the reputa-
tion of a trademark to be adopted also by the Appeal Division of the State Patent
Bureau in a pre-judicial procedure, whereas the decisions on the notoriety
thereof to be adopted by the court only, is to be amended. It must be established
that the Appeal Division of the State Patent Bureau is competent to resolve issues
of notoriety, as well as issues of reputation of a trademark, when a statement
of objections for the annulment of the registration of another (subsequent)
trademark is filed in the order prescribed by law.

11. The acquis communautaire, namely the Regulation on the Community
Trade Mark (EC) No. 207/2009, must establish a possibility for an unregistered
well-known trademark with a reputation to contest a Community trademark
registration. Bearing in mind the fact that some Member States have already
expressis verbis laid down the protection of unregistered well-known trademarks
with a reputation (beyond the scope of the principle of speciality), different
protection of trademarks of the latter category exists at the national and the EU
levels.
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Danguolé Klimkeviciaté

PLACIAI ZINOMU IR REPUTACIJA TURINCIY
PREKIU ZENKLU TEISINES APSAUGOS PROBLEMOS

Santrauka

Tyrimo problematika ir darbo aktualumas. Pladiai Zinomy ir reputacija
turinciy prekiy zenkly teisinés apsaugos klausimai neabejotinai priskiriami prie
vieny sudétingiausiy intelektinés nuosavybés apsaugos srityje tiek dél materia-
liyjy, tiek dél procedariniy teisiniy aspekty. Butina pazymeéti tai, kad poreikis
suteikti apsauga (neregistruotiems) placiai Zinomiems prekiy Zenklams jvairiose
rinkose yra nevienodas. Jis mazesnis stiprios ekonomikos valstybése (pvz., Vo-
kietijoje, Danijoje), ir, kaip pazymi prof. A. Kur, gali net susidaryti jspudis, jog
Paryziaus konvencijos dél pramoninés nuosavybés saugojimo (toliau — Paryziaus
konvencija)! 6bis straipsnio nuostata (kuri yra tokiy Zenkly teisinés apsaugos
$altinis) jau nebetenka savo reiksmés®. Taciau situacija yra kitokia naujosiose,
silpnesnés ekonomikos rinkose. Batinumas suteikti apsauga pladiai Zinomiems
prekiy zenklams dazniausiai kyla tose rinkose, kurios anks¢iau buvo ,uzdary-
tos“ uzsienio prekiautojams ir kurios, plétojantis ekonomikai, tampa patrauklios
prekiy, pazyméty tam tikrais prekiy Zenklais, gamintojams®. Tokiu atveju platus
zinomumas yra salyga paneigti kito (vietinio tikio subjekto) toje rinkoje jau jgytas
teises, registruojant analogiska arba klaidinamai panasy prekiy Zenklg ar uzdrau-
dziant jam §j Zenkla naudoti.

Takoskyra tarp placiai Zinomy ir reputacija turinéiy prekiy zenkly gana ne-
aiski, taciau i esmés daugelyje studijy pripazjstama, kad abi Sios prekiy Zenkly
teisinés kategorijos yra daugiau panasios negu skirtingos, ir pabréziama sisteminé
dilema, uzprogramuota tarptautinés bei ES teisés reguliavimo expressis verbis, kur
$ios kategorijos prekiy zenkly teisiné apsauga atribojama nevisiskai tinkamai*.

' 1883 m. kovo 20 d. Paryziaus konvencija dél pramoninés nuosavybés saugojimo
(perzitréta Briuselyje 1990 m. gruodzio 14 d., Vasingtone 1911 m. birzelio 2 d., Hagoje
1925 m. lapkri¢io 6 d., Londone 1914 m. birZelio 2 d., Lisabonoje 1958 m. spalio 31 d. ir
Stokholme 1967 m. liepos 14 d.). Valstybés Zinios. 1996, Nr. 75-1796.

? Zr, pvz., Kur, A. The WIPO Recommendations for the Protection of Well-Known
Marks. IIC (International Review of Industrial Property and Copyright Law). Max Planck
Institute for Intellectual Property, Competition and Tax Law. 2000, 31(7-8): 824.

3 Ibid., p. 824-825.

* Kur, A. TRIPS and Trademark Law (From GATT to TRIPS - The Agreement on Trade-
Related Aspects of Intellectual Property Rights). IIC Studies in Industrial Property and
Copyright Law. Max Planck Institute for Foreign and International Patent, Copyright and
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Pirmiau nurodyty teisiniy kategorijy atribojimo problemos nei$sprendzia
ir Europos Sajungos Teisingumo Teismo (iki 2009 m. gruodzio 1 d. — Europos
Bendrijy Teisingumo Teismo) (toliau — ETT) pateikiami aiSkinimai. Aptariami
dalykai suponuoja tai, kad tiek teisinis reguliavimas, tiek teismy praktika skirtin-
gose ES valstybése narése yra nevienoda, ir tai lemia rinkos dalyviy teisinj neapi-
bréztuma bei netikrumg. Sig problemg pabrézia ir mokslininkai naujausiuose
tyrinéjimuose, ir praktikai, analizuodami teisine situacijg ir, Zinoma, siekdami
kryptingai planuoti savo verslo strategija. Prekiy zenkly apsauga neabejotinai yra
tokios strategijos dalis.

Siame darbe analizuojama ,,pladiai Zinomy“ bei ,turinéiy reputacija“ prekiy
zenkly koncepcijy atribojimo problema. Kaip minéta, jos néra i§ esmés skirtingos,
bet savaime negali biiti laikomos sinoniminémis. Tac¢iau pabréztina, kad tiek placiai
zinomy, tiek reputacijg turinéiy prekiy zenkly teisiné apsauga perzengia pagrindi-
nius prekiy zenkly teisinés apsaugos principus: registracijos (placiai zinomo Zenklo
apsauga nesiejama su registracija) ir specifikacijos (t. y. zenklo apsaugos tik tapa-
¢ioms bei panasioms prekéms bei paslaugoms). Tai nei§vengiamai lemia teorines
bei praktines tokios apsaugos riby paieskas, nes apsauga, perzengianti pagrindinius
teisinés apsaugos principus, ir Zenklo savininko teisiy apsaugos monopolio ispléti-

Competition Law. 1996, 18: 93-116; Kur, A. Well-Known Marks, Highly Renowed Marks
and Marks Having a (High) Reputation - What's It All About? IIC (International Review
of Industrial Property and Copyright Law). Max Planck Institute for Intellectual Property,
Competition and Tax Law. 1992, 23(2): 218-236; Mostert, E W. Famous and Well-Known
Marks. London: Butterworths, 1997, p. 147-148; Kur, A., supra note 2, p. 824-845; Gétting,
H.-P. Protection of Well-Known, Unregistered Marks in Europe and the United States. IIC
(International Review of Industrial Property and Copyright Law). Max Planck Institute for
Intellectual Property Competition and Tax Law. 2000, 31(4): 389-408; Senftleben, M. The
Trademark Tower of Babel — Dilution Concepts in International, US an EC Trademark
Law. IIC (International Review of Industrial Property and Copyright Law). Max Planck
Institute for Intellectual Property Competition and Tax Law. 2009, 40(1): 45-77; Gervais, D.
The TRIPS Agreement. Drafting History and Analysis. (3rd ed.). London: Sweet&Maxwell,
2008, p. 275-278; Correa, C. M. Trade Related Aspects of Intellectual Property Rights (A
Commentary on the TRIPS Agreement). New York: Oxford University Press, 2007, p.
188-193; Stoll, P. T., et al. WTO-Trade-Related Aspects of Intellectual Property Rights.
Leiden-Boston: Martinus Nijhoft Publishers, 2009, p. 323-330; UNCTAD-ICTSD Project
on IPRs and Sustainable Development. Resource Book on TRIPS and Development. New
York: Cambridge University Press, 2005, p.238-241; Philips, J. Trade Mark Law (A
Practical Anatomy). New York: Oxford University Press, 2003, p. 361-419; Dinwoodie,
G. B, et al. International Intellectual Property Law and Policy. (2nd ed.). New York:
LexisNexis, 2008, p. 175-185; Pires de Carvalho, N. The TRIPS Regime of Trademarks
and Designs. The Hague: Kluwer Law International, 2006, p. 271-291; Weckstrém, K.
Protection of Trade Marks Having a Reputation: A Comparative Study of Recent Case Law
in the EC and the US. Turku: Digipaino, 2002.
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mas turi bati suprantami kaip ultima ratio priemoné, bet ne taisyklé. Kartu teorijoje
ir praktikoje keliamas klausimas, kokius kriterijus turi atitikti prekiy zenklas tam,
kad buty pripazjstamas placiai Zinomu ar turin¢iu reputacija.

Dél procediriniy teisiniy aspekty pazymeétina, kad diskutuojama, kokia pro-
cediira (administracine Patenty zinyboje ar teisme, a priori ar tik siejant su ginci-
jamuoju Zenklu) Zenklui gali buti suteikiamas placiai Zinomo ar turinéio reputacija
zenklo teisinis statusas. Taip pat keliama tokiy prekiy Zenkly registro (kitaip tariant,
iSviesinimo) problema, svarstoma dél jtraukimo j tokj registra procedtros ir gin¢i-
jimo tvarkos. Tokio registro buvimas yra palankus placiai zinomy ir reputacija tu-
rin¢iy zenkly savininkams, taciau kartu kelia naujy klausimy, ypac dél plataus Zino-
mumo ir reputacijos galiojimo laiko. Tarptautinéje ir ES teiséje nenustatyta kokiy
nors imperatyviy reikalavimy nei zenklo pripazinimo placiai Zinomu ar reputacija
turinciu prekiy zenklu procediirai, nei pirmiau minétam registrui.

Dalis ES valstybiy nariy nacionaliniu teisiniu reguliavimu yra tinkamai i3-
sprendusios placiai Zinomy ir reputacija turin¢iy prekiy zenkly teisiniy kategori-
jy atribojimo problema, numatydamos atskirg prekiy zenkly kategorija, t. y. pla-
¢iai zinomus prekiy zenklus, turinc¢ius reputacijg. Vis délto labai svarbu pazymeéti,
kad ES valstybiy nariy nacionalinéje teiséje tinkamo atribojimo nepakanka, todél
batina $j klausimg spresti sistemiskai, reikiamai koreguojant ir ES teisinj regulia-
vima, kuris lemty ir kokybiskai naujy ETT aiskinimy pateikima.

Pladiai Zinomy ir reputacijg turinéiy prekiy Zenkly teisinés apsaugos kon-
ceptualus tyrimas yra bitinas, siekiant jvertinti $ios kategorijos prekiy Zenkly
apsaugos plétros tendencijas, vienody apsaugos standarty karimosi galimybe bei
perspektyvas, kitaip tariant, numatyti vietg bendrojoje prekiy zZenkly teisinés ap-
saugos sistemoje. Siuo metu esantis teisinis neapibréztumas suponuoja skirtingy
standarty taikyma ne tik skirtingy valstybiy, bet ir tos pacios valstybés teismuose,
tame paciame teisme ir netgi to paties teiséjo, nagrinéjancio atskiras bylas. Visa
tai lemia i$samiy studijy, kuriomis remiantis buty pradedamas kurti sisteminis
ir bendras poziiris j aptariamuosius klausimus, batinuma. Tai padéty uztikrin-
ti abiejy $aliy - placiai Zinomy bei reputacijg turin¢iy prekiy zenkly savininky
ir galimy atsakovy - interesy pusiausvyra. Placiai Zinomy ir reputacija turinciy
prekiy Zenkly savininkai turi galéti planuoti jiems priklausanciy prekiy zenkly
apsaugos strategijas, o galimi atsakovai — numatyti tam tikry savo veiksmy teisi-
nius padarinius.

Tyrimo objektas — placiai zinomy ir reputacijg turinc¢iy prekiy zenkly tei-
sinio reguliavimo ir apsaugos ypatumai. Aktualtis klausimai nagrinéjami lygina-
muoju metodu: lyginama ES valstybiy nariy situacija ir drauge pateikiamas pa-
déties Lietuvoje teisinis jvertinimas. Kartu placiai zinomy ir reputacija turinciy
prekiy zenkly teisinés apsaugos klausimai nagrinéjami lyginant juos su atskira ir
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savarankiska Europos Bendrijos prekiy zenkly teisinés apsaugos sistema (patei-
kiamas $ios kategorijos prekiy zenkly apsaugos ypatumy palyginimas nacionali-
niu jvairiy valstybiy ir ES lygmenimis). Daugiausia démesio skiriama $ios kate-
gorijos prekiy Zenkly apsaugos koncepcijai, placiai Zinomy ir reputacija turinciy
prekiy zenkly tarpusavio santykio problemoms, teisinio reguliavimo ES tenden-
cijoms, kriterijy, j kuriuos atsizvelgiant zenklui gali buti suteikiama placiai zino-
mo ar reputacija turincio zenklo apsauga, analizei, apsaugos riby bei santykio su
savarankisku nesaziningy ketinimy pagrindu problemai.

Tyrimo tikslas - pateikti kompleksine placiai Zinomy ir reputacijg turinciy
prekiy zenkly apsaugos, $iy kategorijy prekiy zenkly atribojimo, apsaugos kriteri-
jy ir apsaugos riby problematikos analize, taip pat pasitlymy $ioms problemoms
spresti, teisiniam reguliavimui tobulinti. Problemos atskleidZziamos analizuojant
tarptautinés bei ES teisés nuostatas ir jy ratio legis tarpusavio santykj, ES valsty-
bése narése esantj teisinj reguliavimg, teismy praktikos tendencijas, ETT aigkini-
mus ir jy atspindj praktikoje.

Darbo uzdaviniai:

1. Atskleisti pagrindinius placiai Zinomy ir reputacija turin¢iy prekiy zenkly
teisinés apsaugos bruozus ir problemas tarptautinés bei ES teisés, ES valstybiy
nariy teisés reguliavimo expressis verbis kontekste.

2. Atskleisti placiai zinomy prekiy zenkly teisinés apsaugos turinj, santykj su
reputacija turin¢iais prekiy Zenklais; i$analizuoti kriterijus, j kuriuos atsizvelgiant
gali bati sprendziama dél zenklo plataus zZinomumo.

3. I8analizuoti reputacijg turinc¢iy prekiy zenkly teisinés apsaugos turinj,
atskleidZiant reputacijos, kaip teisinés kategorijos, prigimtj, plétros tendencijas,
$ios teisinés kategorijos aiSkinimg ETT praktikoje. Nustatyti, kas lemia, kad Zen-
klui gali bati suteikiama apsauga, perzengianti klasikinés prekiy zenkly apsaugos
suteikiamas ribas.

4. I$analizuoti teisinio reguliavimo Lietuvoje pozityviuosius ir negatyviuo-
sius aspektus bei teismy praktikos tendencijas. Nustatyti, ar teisinis reguliavimas
ir teismy praktika dera su reguliavimo bei teismy praktikos tendencijomis kitose
ES valstybése narése.

5. ISanalizuoti aktualiausius su placiai Zinomy ir reputacija turinciy pre-
kiy Zenkly apsauga susijusius procediirinius teisinius aspektus. Jvertinti datos,
kuri yra reik§minga sprendziant dél Zenklo plataus Zinomumo ar reputacijos,
aktualuma, Zinomumo bei reputacijos galiojima laiko atzvilgiu. Nustatyti, kokia
procediira turéty buti sprendziama dél Zenklo plataus zinomumo ir reputacijos,
jvertinti atskiro placiai zinomy bei reputacijg turin¢iy prekiy zenkly registro ar
zinomumo bei reputacijos viesinimo kitu badu galimybe.
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6. Nustatyti, koks yra santykis tarp pla¢iai Zinomy bei reputacija turinciy
prekiy Zenkly apsaugos ir kitos savarankiskos zenkly apsaugos teisinés priemo-
nés — galimybés gincyti Zenklo registracija, jeigu paraiska jam registruoti buvo
paduota turint nesgziningy ketinimy; kokios aplinkybés yra lemiamos, spren-
dziant dél kiekvienos i§ pirmiau nurodyty teisiniy priemoniy taikymo. Jvertinti
precedento neturin¢iy is tarybinio laikotarpio paveldéty prekiy Zenkly vietg pre-
kiy zenkly teisinés apsaugos sistemoje.

Mokslinis darbo naujumas ir jo reik§mé. Disertacijoje nagrinéjamos pro-
blemos aktualios tiek moksliniu, tiek praktiniu pozitariu. Istyrus $iuolaikinio tei-
sinio reguliavimo ir teismy praktikos problemas, susijusias su pladiai Zinomy ir
reputacijg turinc¢iy prekiy zenkly apsauga, identifikavus $ios kategorijos prekiy
zenkly apsaugos plétros tendencijas, gali buti tobulinama esama teisinio regulia-
vimo bazé ir teismy praktika, uzpildomos teisinio reguliavimo spragos ir $alina-
mi trikumai.

Pirma. Siame darbe pirma kartg Lietuvos teisiniame diskurse pateikiamas
kompleksinis placiai zinomy ir reputacija turinciy prekiy zenkly teisinés apsau-
gos problemy tyrimas. Iki $iol Lietuvos teisés moksle buvo nagrinéti tik atskiri su
$ios kategorijos prekiy Zenkly apsauga susije klausimai. UZsienio teisés moksle
tyrimy, susijusiy su placiai Zinomy ir reputacija turinciy prekiy zenkly apsauga,
yra daugiau, tac¢iau stokojama kompleksinio darbo, apimancio bent jau nemaza
dalj su $ia tematika susijusiy klausimy.

Antra. Pladiai zZinomy ir reputacija turinéiy prekiy zenkly teisinés apsau-
gos problemos nagrinéjamos lyginamuoju aspektu, pateikiant ES valstybése na-
rése esancio teisinio reguliavimo bei pagrindiniy teismy praktikos tendencijy,
susijusiy su placiai zinomy ir reputacija turinciy prekiy zenkly teisine apsau-
ga, tyrima. Tai $io darbo autorei sudaré galimybe pazvelgti, kur link Europos
valstybése krypsta $ios kategorijos prekiy zenkly apsaugos raida ir su kokiomis
pagrindinémis problemomis susiduriama, renkantis vieng ar kitg teisinio re-
guliavimo modelj, praktiskai nagrinéjant konkredius gin¢us. Viena svarbiausiy
problemuy, su kuria susiduria jstatymy leidéjas ir teismy praktika, - koncep-
tualaus pobudzio takoskyros neradimas tarp placdiai zinomy prekiy Zenkly ir
zenkly, turin¢iy reputacija. Remiantis atliktu moksliniu tyrimu, $iame darbe
daroma i$vada, kad platus zinomumas, kaip kiekybinis kriterijus, per se yra tik
pagrindas suteikti zenklui apsauga be registracijos. Zenklo reputacija, kaip ko-
kybinis kriterijus, yra salyga suteikti Zenklui apsaugg taip pat ir nepanasioms
prekéms ir (arba) paslaugoms, kitaip tariant, i$ple¢iamas zenklo apsaugos
monopolis, ir tai savaime nepriklauso nuo zenklo registracijos fakto. Atliktas
mokslinis tyrimas yra Makso Planko instituto (Intelektinés nuosavybés, konku-
rencijos ir mokesciy teisé) (Miunchenas, Vokietija) organizuoto projekto ,,Eu-

29



ropos Bendrijos prekiy Zenkly teisés derinimo galimybés“ dalis®. Tai rodo tiek
tokio tyrimo atlikimo batinumag, tiek jo naujuma.

Trecia. Atliktos mokslinés analizés naujuma rodo ir tai, kad Siame darbe
keliamos tarptautinés ir ES teisés reguliavimo, susijusio su placiai zinomy bei
reputacija turinciy prekiy Zenkly apsauga, problemos. Darbe analizuojama, ku-
ria linkme turéty plétotis ES teisinis reglamentavimas dél $ios kategorijos prekiy
zenkly teisinés apsaugos. Sio darbo autoré, remdamasi zymiausiy Europos prekiy
zenkly teisés mokslo atstovy jzvalgomis ir kritika, pateikia siilymy, kaip turéty
plétotis teisinis reguliavimas bei teismy praktika. Reikiamos teisinio reguliavimo
ir praktikos korekcijos leisty geriau uztikrinti ginco $aliy interesy pusiausvyra ir
sudaryty salygas didesniam teisiniam tikrumui.

Ketvirta. Siame darbe pirma karta Lietuvos teisés moksle kritiniu aspektu
nagrinéjamos plataus zinomumo bei reputacijos standarto kriterijy problemos,
taip pat placiai zinomy ir reputacija turinciy prekiy zenkly teisinés apsaugos vie-
ta ir santykis su klasikine Zenkly teisine apsauga, esant suklaidinimo tikimybei,
ir atsakovo nesaziningy ketinimy, pareiskiant registruoti zenkla, elementu. Vie-
na vertus, placiai Zinomy ir reputacijg turinc¢iy Zenkly apsauga vertinama kaip
ultima ratio priemong, antra vertus, pabréziama tai, kad nors placiai zinomy ir
reputacija turinéiy prekiy Zenkly apsauga apima ir nesaziningy ketinimy fakta,
tai savaime néra ,persidengiantys” ir vienas kita pakeiciantys teisinés apsaugos
instrumentai. Prie§ingu atveju placiai Zinomy ir reputacija turinéiy prekiy zZenkly
teisiné apsauga tapty beribiu monopoliu. Bitent apie tai diskutuojama naujau-
siuose uzsienyje paskelbtuose moksliniuose tyrimuose.

Penkta. Placiai zinomy ir reputacija turinciy prekiy zenkly teisinés apsaugos
problemos nagrinéjamos inter alia ir praktiniu aspektu, t. y. atsizvelgiant ir verti-
nant, su kokiomis problemomis susiduria teismai, nagrinédami bylas, susijusias
su placiai Zinomy bei reputacija turinc¢iy prekiy zenkly teisine apsauga. Darbe
kartu pateikiamas vertinimas, kaip tai galéty bati sprendziama koreguojant teisi-
nj reguliavimg. Taip pat analizuojama, kaip esancios teismy praktikos problemos
galéty bati sprendziamos net ir tuo atveju, jeigu $iuo metu galiojantis teisinis re-
guliavimas nebuty kei¢iamas. Taigi darbas yra naudingas ir teismams, ir privataus
sektoriaus atstovams, atstovaujantiems skirtingy ginco $aliy interesams.

Disertacijos ginamieji teiginiai:

1. Dabartiné Europoje esanti placiai Zinomy ir reputacijg turinciy prekiy
zenkly teisinés apsaugos koncepcija yra iSbalansuota, neaiskios Sios kategorijos

® Max Planck Institute for Intellectual Property, Competition and Tax Law (Munich).
MPIGE Projektdatenbank [interaktyvus]. [Ziaréta 2011-04-29]. <http://www.ip.mpg.
de/apps/mpi_projectdb/index.cfm?fuseaction=show_project&id=318>.
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prekiy Zenkly teisinés apsaugos ribos. Tai lemia teisinj neapibréztuma ir netik-
rumg galimiems atsakovams, netgi ir tuo atveju, kai jie déjo visas pastangas pa-
sitikrinti, ar pareik§dami registruoti arba pradédami naudoti prekiy zenklg ne-
pazeidzia kito asmens teisiy. Tai lémé, kad Europoje buvo nutolta nuo pladiai
zinomy ir reputacijg turin¢iy prekiy zenkly teisinés apsaugos iStaky: $i apsauga
buvo skirta i$skirtiniams Zenklams ir iSimtinéms situacijoms.

2. ES teisinis reguliavimas dél placiai zinomy ir reputacija turinéiy prekiy
zenkly apsaugos yra sistemiskai nepakankamas ir tobulintinas, inter alia jtvirti-
nant nuostatas dél placiai zinomy, turinciy reputacija prekiy zenkly teisinés ap-
saugos. Prekiy zenklo platus zinomumas, kaip apsaugos be registracijos salyga,
savaime nereiskia, kad Zenklas turi reputacija. Ir, priesingai, tai, jog Zenklas turi
reputacija, savaime nereiskia jo plataus zinomumo.

3. Prekiy Zenkly teisinés apsaugos pagrindas neturi perzengti vadinamosios
klasikinés apsaugos riby. Placiai zinomy ir reputacija turinciy prekiy zenkly ap-
sauga neturi tapti alternatyva klasikinei Zenklo apsaugai.

TYRIMU APZVALGA

Lietuvoje nedaug yra moksliniy tyrimy, kuriuose i$samiau nagrinéjami placiai
zinomy ir reputacija turin¢iy prekiy Zenkly teisinés apsaugos probleminiai klausi-
mai. Be darbo autorés paskelbty moksliniy publikacijy, tam tikri klausimai nagrinéti
G. Praneviciaus moksliniame straipsnyje’. A. Zelvio daktaro disertacijoje ,Teisiy i
prekiy Zenklus licencijavimo probleminiai aspektai“ nagrinétas pla¢iai zinomo pre-
kiy Zenklo licencinés sutarties klausimas’. Kai kurie su placiai Zinomy ir reputacija
turinciy prekiy zenkly apsauga susije aspektai buvo nagrinéti J. Truskaités daktaro
disertacijoje , Komerciniy Zymeny teisinés apsaugos problemos*, 2009 m. apgintoje
Vilniaus universitete®. Viena i§ jos daliy yra ,,Reputacija turin¢iy Zymeny papildo-
ma apsauga“ Taciau — skirtingai nuo $io darbo - tai néra kompleksiné aptariamo-
sios kategorijos prekiy zenkly apsaugos analizé. Tam tikri i§ pirmo zvilgsnio ,,persi-
dengiantys“ klausimai, tokie kaip reputacijos apsaugos kilmé, zaly Zenklui pobudis,
kitaip tariant, negincijami faktai, kuriy nejmanoma (bent trumpai) nenagrinéti, kai

¢ Pranevicius, G. Lietuvos Respublikos teisinio reglamentavimo dél placiai Zinomy ir
reputacija turinéiy prekiy zenkly suderinimas su Europos Sajungos teise. Jurispruden-
cija. 2003, 44(36): 79-85.

7 Zelvys, A. Teisiy j prekiy Zenklus licencijavimo probleminiai aspektai. Daktaro disertaci-
ja. Socialiniai mokslai (teis¢) (01 S). Vilnius: Vilniaus universitetas, 2011, p. 139-144.

8 Truskaité, J. Komerciniy Zymeny teisinés apsaugos problemos. Daktaro disertacija. So-
cialiniai mokslai (teisé) (01 S). Vilnius: Vilniaus universitetas, 2009.

31



analizuojama placiai Zinomy ir reputacija turinciy prekiy Zenkly apsauga, $io darbo
autorés nagrinéjami tik tiek, kiek tai batina parodyti $ios kategorijos prekiy zenk-
ly apsaugos problematika. Pagrindinis $io darbo autorés atlikto mokslinio tyrimo
ir dr. J. Truskaités daktaro disertacijoje nagrinéty klausimy skirtumas yra tyrimo
kompleksiskumas, visiskai kity ir naujy problemy iskélimas, skirtingas pozitris j
daugelj klausimy (pavyzdziui, ES teisinj reguliavimg, ETT aiskinimus, skirtingy
Saliy interesy pusiausvyrg, kt.), kitokios teisinés argumentacijos pateikimas. Sio
darbo autorés praktiné patirtis leidzia daugelj teoriniy klausimy ir ET'T aiSkinimus
nagrinéti per jy atspindj praktikoje, formuluojant jZvalgas dél jy reikSmeés, siekiant
didesnio teisinio tikrumo ir apibréztumo bei $aliy interesy pusiausvyros.

Uzsienio valstybése atliktuose moksliniuose tyrimuose placiai Zinomy ir
reputacija turin¢iy prekiy Zenkly teisinés apsaugos klausimams skirta daugiau
démesio. Daugiausia apibendrinamosios medziagos, susijusios su pladiai zinomy
prekiy Zenkly teisine apsauga, iki $iol yra pateikes E W. Mostert, taciau jo dar-
bas atliktas jau beveik prie$ keturiolika mety’. Placiai Zinomy ir reputacija tu-
rin¢iy prekiy Zenkly atribojimo klausimus savo moksliniuose tyrinéjimuose yra
nagrinéjusi prof. A. Kur'. Lyginamuoju aspektu klausimus, susijusius su placiai
zinomy prekiy Zenkly apsauga Europoje bei JAV, yra nagrinéje K. Weckstrom',
H.-P. Gotting'?, prof. M. Senftleben', S. Casparie-Kerdel, prof. T. J. McCarthy".
Tam tikri su pladiai Zinomy ir reputacija turinc¢iy prekiy Zenkly apsauga susije
procedirinio pobudzio klausimai (Zenklo Zinomumo ar reputacijos galiojimo
laikas, placiai Zinomy Zenkly registro problema) nagrinéti prof. R. B. Bertagna'®,

° Mostert, E. W, supra note 4; Mostert, F. W. Well-Known and Famous Marks: is Harmony
Possible in the Global Village? The Trademark Reporter. 1996, 86: 103-141.

10 Kur, A. TRIPS and Trademark Law (From GATT to TRIPS - The Agreement on Trade-

Related Aspects of Intellectual Property Rights). IIC Studies in Industrial Property and

Copyright Law. Max Planck Institute for Foreign and International Patent, Copyright and

Competition Law. 1996, 18: 93-116; Kur, A. Well-Known Marks, Highly Renowed Marks

and Marks Having a (High) Reputation - What's It All About? IIC (International Review

of Industrial Property and Copyright Law). Max Planck Institute for Intellectual Property,

Competition and Tax Law. 1992, 23(2): 218-236.

Weckstrom, K., supra note 4.

12 Gotting, H.-P,, supra note 4.

Senftleben, M., supra note 4.

Casparie-Kerdel, S. Dilution Disguised: Has the Concept Made its Way into the Laws of

Europe? European Intellectual Property Review. 2001, 23(4): 186-195.

McCarthy, T. J. Dilution of a Trademark: European and United States Law Compared.

The Trademark Reporter. 2004, 94(6): 1163-1181; McCarthy, J. T. Proving a Trademark

Has Been Diluted: Theories or Facts? Hauston Law Review. 2004-2005, 41: 713-747.

!¢ Bertagna, B. R. Fleeting fame under the Trademark Dilution Revision Act of 2006. Jour-
nal of Intellectual Property Law and Practice. 2007, 2(12): 821-824.
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prof. R. Kelbrick", K.-C. Liu'é, L. S. Smith". Prof. A. Kur taip pat yra nagriné-
jusi placiai zinomy prekiy Zenkly kriterijy problemas®. Kritiniu aspektu ETT
sprendimus analizavo S. Maniatis ir D. Botis*.. Placiai Zinomy zenkly apsau-
gos ypatumai JAV nagrinéti S. A. Duvall*?, M. H. H. Luepke®, S. Chong*, prof.
D. S. Welkowitz?, Ch. T. Micheletti ir D. Z. Doruman?, tarptautinés bei ES teisés
nuostaty tarpusavio santykio problemos — D. Gervais?, C. M. Corea®, N. Pires
de Carvalho® ir kity.

Vis délto pripazintina, kad stokojama kompleksinio placiai zinomy ir repu-
tacijg turin¢iy prekiy Zenkly apsaugos tyrimo, apibendrinancio ne atskirus, o bent
daugelj su $ios kategorijos prekiy zenkly apsauga susijusiy klausimy. Kartu pazy-
meétina, jog tyrimuose pasigendama kritinio pozitirio j esamas $ios kategorijos pre-
kiy zenkly apsaugos plétros tendencijas (ypac Europoje) bei svarstymuy, kokiu badu

17 Kelbrick, R. “Gaps” in Time: When Must a Mark Be Well Known? IIC (International
Review of Industrial Property and Copyright Law). Max Planck Institute for Intellectual
Property Competition and Tax Law. 2006, 37(8): 920-938.

'8 Liu, K.-C,, et al. The Use and Misuse of Well-Known Marks Listings. IIC (International

Review of Industrial Property and Copyright Law). Max Planck Institute for Intellectual

Property Competition and Tax Law. 2009, 40(6): 685-697.

Smith, L. S. Implementing a Registration System for Famous Trademarks. The Trade-

mark Reporter. 2003, 93: 1097-1152.

2 Kur, A., supra note 2, p. 824-845.

2! Maniatis, S. Trade Marks in Europe: a Practical Jurisprudence. London: Sweet & Maxwell,
2006; Maniatis, S., Botis, D. Trade Marks in Europe: A Practical Jurisprudence. (2nd ed.).
London: Sweet & Maxwell, 2010.

2 Duval, S. A. The Trademark Dilution Revision Act of 2006: Balanced Protection for

Famous Brands. The Trademark Reporter. 2007, 97: 1252-1312.

Luepke, M. H. H. Taking Unfair Advantage or Diluting a Famous Mark — A 20/20 Per-

spective on the Blurred Differences Between U.S. And E.U. Dilution Law. The Trade-

mark Reporter. 2008, 98: 789-833.

# Chong, S. Protection of Famous Trademarks against Use for Unrelated Goods and
Services: a Comparative Analysis of the Law in the United States, The United Kingdom
and Canada and Recommendations for Canadian Law Reform. The Trademark Reporter.
2005, 95: 642-704.

» Welkowitz, D. S. Famous Marks under the TDRA. The Trademark Reporter. 2009, 99:
983-1003.

% Micheletti, CH. T., Doruman, D. Z. Proving Dilution by Blurring: an Analysis of Dilu-
tion by Blurring Factors Under the Federal Trademark Dilution Act. The Trademark
Reporter. 2002, 92: 1345-1392.

7 Gervais, D. The TRIPS Agreement (Drafting History and Analysis). (2nd ed.). London:
Thomson Sweet & Maxwell, 2003; Gervais, D., supra note 4.

# Correa, C. M., supra note 4.

» Pires de Carvalho, N., supra note 4.
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realiose bylose galéty buti sprendziama ginco $aliy interesy pusiausvyros prob-
lema (prof. J. T. McCarthy ZodZiais tariant, ,kai nusileidziama j sunkig realybe®).
Siuos klausimus savo tyrimuose yra nagrinéje prof. A. Kur, prof. M. Senftleben,
prof. D. S. Welkowitz, prof. J. T. McCarthy, S. Maniatis ir D. Botis. Siy mokslininky
mintys ir buvo atspirties taskas formuluojant darbe esancias jzvalgas.

Makso Planko instituto (Intelektinés nuosavybés ir konkurencijos teisé)
(Miunchenas, Vokietija)* 2011 m. parengtoje ,Prekiy zenkly studijoje“ (angl.
Trade Mark Study) pateikiamas bendras Europos prekiy zenkly sistemos veikimo
vertinimas. Klausimai, susije su placiai Zinomy ir reputacija turinc¢iy prekiy zenk-
ly apsauga nagrinéjami trumpai ir yra tik nedidelé $ios studijos dalis*".

Atlikdama §j tyrima autoré keleta karty stazavosi Makso Planko institute
(Intelektinés nuosavybés ir konkurencijos teis¢) (2008 ir 2010 metais), kur, be
doktrinos, taip pat nagrinéjo ES valstybiy teisinj reguliavimg bei pagrindines
teismy praktikos tendencijas, tyrinéjo ES teisés tobulinimo pirmiau nurodytais
klausimais galimybes (stazuoc¢iy moksliniai vadovai: prof. J. Straus (2008 m.),
prof. A. Kur (2010 m.). Siame darbe naudojamasi kai kuriais Makso Planko ins-
titute autorés atlikto tyrimo, susijusio su Instituto projektu dél ES prekiy zenkly
teisés derinimo galimybiy, rezultatais®2.

DARBO METODOLOGIJA

Pagrindiniai darbe taikyti metodai: istorinis, lyginamasis, teleologinis, sis-
teminés analizés, analitinis, dokumenty ($altinio turinio) analizés, lingvistinés
analizeés ir kiti teisés moksle naudojami metodai.

Istorinis metodas buvo taikytas atskleidziant placiai zinomy ir reputacija tu-
rin¢iy prekiy Zenkly apsaugos geneze, analizuojamy teisés normy prasme, nu-
statant aptariamosios kategorijos prekiy Zenkly apsaugos teisinio reguliavimo ir
taikymo, apsaugos riby variacijas jvairiais laikotarpiais. Istoriniu metodu istirta
kaip teisinis reguliavimas keitési jvairiais laikotarpiais, nustatyta, kokie veiksniai
lémé poky¢ius, ir identifikuotos svarbiausios §iuo metu placiai zinomy ir reputa-
cija turindiy prekiy zenkly apsaugos ir jos riby koncepcijos problemos.

% Tki 2011 m. sausio 1 d. - Makso Planko institutas (Intelektinés nuosavybés, konkurenci-
jos ir mokes¢iy teisé) (Miunchenas, Vokietija).

3! Max Planck Institute for Intellectual Property and Competition Law (Munich). Study on
the Overall Functioning of the European Trade Mark System. February 15, 2011 [inter-
aktyvus]. [ziaréta 2011-03-21]. <http://www.ip.mpg.de/shared/data/pdf/mpi_final re-
port.pdf>.

2 MPIGE Projektdatenbank [interaktyvus]. [Ziaréta 2011-04-29]. <http://www.ip.mpg.
de/apps/mpi_projectdb/index.cfm?fuseaction=show_project&id=318>; <http://www.
ip.mpg.de/shared/data/pdf/scholarships_trade_mark_law_v2.pdf>.
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Lyginamojo metodo taikymas leido sugretinti jvairiose ES valstybése naré-
se esancio teisinio reguliavimo, susijusio su placiai zinomy ir reputacija turinciy
prekiy zenkly teisine apsauga, ypatumus, pagrindines teismy praktikos tendenci-
jas. Sis metodas sudaré galimybe nustatyti skirtingose jurisdikcijose esancio teisi-
nio reguliavimo ir teismy praktikos pagrindinius bruozus, siekiant atskleisti uni-
versalias problemas, kylancias placiai zinomy ir reputacija turinciy prekiy Zenkly
apsaugos srityje. Lyginamojo metodo taikymas sudaré galimybe jvertinti ir ES
teisyne jtvirtintg teisinj reguliavima, jo santykj su tarptautinéje teiséje ir atskirose
ES valstybése narése jtvirtintu reguliavimu. Tai suponavo tam tikras isvadas dél
ES teisinio reguliavimo tobulinimo. Be to, lyginamasis metodas tinkamas atsklei-
dziant nagrinéjamosios kategorijos prekiy zenkly apsaugos santykj (panasumus
ir skirtumus) ES ir JAV.

Teleologinis metodas taikytas nagrinéjant placiai Zinomy ir reputacija turin¢iy
prekiy zenkly apsaugos koncepcijos tikslus, Sios apsaugos taikymo ribas leidzian-
¢ius nustatyti kriterijus. Jis taikomas atskleidziant pagrindinius skirtingose vals-
tybése esancios prekiy Zenkly teisinés apsaugos bruozus pagal Zenkly klasikinés
apsaugos sampratg ir kaip tai veiké atskirose jurisdikcijose esancia specifika, susiju-
sia jau konkreciai su pladiai Zinomy bei reputacija turinéiy prekiy Zenkly apsauga.
Teleologinio metodo taikymas leido parodyti vidine analizuojamy teisés normy
teksto prasme, galimas teisés normy interpretacijas ir jy teisinius padarinius.

Sistemineés analizés metodu atskleidziama pladiai Zinomy ir reputacija turin-
¢iy prekiy zenkly apsaugos prigimties jtaka Sios kategorijos prekiy zenkly ap-
saugos, ypac apsaugos riby, koncepcijos problemos sprendimo metodologijai.
Taikant analitinj metodg pateikta nadienos pladiai zinomy ir reputacijg turinciy
prekiy zenkly teisinio reguliavimo ir teismy praktikos kritika, siilomi galimi pro-
blemy sprendimo biidai. Siais metodais siekta atskleisti, kuo grindziama $iuolai-
kiné placiai zinomy ir reputacijg turinciy prekiy Zenkly apsaugos ir jos riby kon-
cepcija, nustatyti esamo teisinio reglamentavimo spragas ir keistinus elementus.

Dokumenty (Saltinio turinio) analizés metodas kartu su lingvistine analize
buvo naudojami siekiant nustatyti nacionalinés ir uzsienio valstybiy teisés nor-
muy, teismy sprendimuy, teisés doktrinos $altiniy turinj, tikraja prasme, praktinio
taikymo efektyvuma.

TYRIMO REZULTATAI IR DARBO STRUKTURA

Tyrimo rezultaty patikimumas. Tyrimo metu naudoty $altiniy gausa ir
jvairoveé, taikyti mokslinio tyrimo metodai sudaro prielaidas teigti, kad gauti ty-
rimo rezultatai yra patikimi.

Tyrimo rezultaty aprobavimas. Pagrindiniai tyrimo rezultatai paskelbti
Mykolo Romerio universiteto mokslo darby Zurnaluose ,,Jurisprudencija® ,,So-
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cialiniy moksly studijos®, teisés mokslo ir praktikos Zurnale ,Justitia“**. Darbo
autoré yra vadovélio ,,Intelektinés nuosavybés teisé®, iSleisto 2010 metais, bendra-
autoré: nagrinédama prekiy zenkly teisinés apsaugos klausimus, inter alia nagri-
néjo ir probleminius aspektus, susijusius su placiai Zinomy bei reputacija turinciy
prekiy zenkly apsauga®.

Dalis tyrimo rezultaty (teisinio reguliavimo ES valstybése narése lyginamoji
analizé, santykis su tarptautinéje ir ES teiséje jtvirtintomis nuostatomis) pateikta
Makso Planko institutui (Intelektinés nuosavybés ir konkurencijos teisé¢) (Miun-
chenas, Vokietija).

Darbas svarstytas Mykolo Romerio universiteto Teisés fakulteto Civilinés ir
komercinés teisés katedroje.

Tyrimy rezultatai taip pat buvo pristatyti dviejuose pranesimuose Mykolo
Romerio universiteto organizuotose mokslinése konferencijose 2003 m. lapkri-
¢io 28 d. ir 2004 m. lapkricio 26 d. (prane$imai: ,,Placiai zinomy prekiy zenkly
apsauga: teoriniai ir praktiniai aspektai®; ,,Zenklo pripazinimo placiai Zinomu
kriterijai (kai kurie teoriniai ir praktiniai aspektai)®), Tarptautinés prekiy Zenkly
asociacijos (angl. International Trademark Association, sutrumpintai INTA) tarp-
tautinéje apskritojo stalo diskusijoje, vykusioje 2009 m. balandzio 24 d. Vilniuje
(pranesimas ,,Pladiai zinomy prekiy zenkly teisinés apsaugos ribos: teisinio regu-
liavimo problemos®) (angly kalba) (angl. “The Boundaries of the Legal Protection
of Well-Known Trademarks: the Problems of the Legal Regulation”), 2010 m. lap-
kri¢io 3-4 d. Vilniuje vykusiame tarptautiniame seminare (organizuotame Pa-
saulio intelektinés nuosavybés organizacijos kartu su Valstybiniu patenty biuru
ir Mykolo Romerio universitetu) Pabaltijo $aliy teis¢jams (pranesimas ,Placiai

aspektai). Jurisprudencija. 2004, 55(47): 57-67; Klimkeviciaté, D. Placiai zinomo prekiy
zenklo samprata ir prekiy Zenklo pripazinimo placiai Zinomu kriterijai (kai kurie teori-
niai ir praktiniai aspektai). Jurisprudencija. 2005, 71(63): 34-48; Klimkevic¢iaté, D. Pladiai
zinomy prekiy Zenkly teisinés apsaugos ribos: teisinio reguliavimo problemos. Jurispru-
dencija. 2009, 1(115): 267-294; Klimkevi¢ituté, D. Prekiy zenklai ir juridiniy asmeny
pavadinimai: tarpusavio santykio problema. Justitia. 2009, 1(71): 19-36; Klimkeviciate,
D. Reputacija turinciy prekiy zenkly teisiné apsauga: aktualtis Europos Bendrijy Teisin-
gumo Teismo aiskinimai. Justitia. 2009, 2(72):67-80; Klimkeviciate, D. Placiai zinomy ir
reputacija turinciy prekiy zenkly teisinés apsaugos procediriniai teisiniai aspektai. Jus-
titia. 2010, 1(73): 55-70; Klimkeviciaté, D. Placiai Zinomy ir reputacija turinciy prekiy
zenkly teisiné apsauga: teisinio reguliavimo Europos Sajungos valstybése narése ten-
dencijos (straipsnis angly kalba) [orig. — “The Legal Protection of Well-Known Trade-
marks and Trademarks with a Reputation: the Trends of the Legal Regulation in the EU
Member States”]. Socialiniy moksly studijos. 2010, 3(7): 229-256.

* Bir§tonas, R., et. al. Intelektinés nuosavybés teisé. Vilnius: Registry centras, 2010,
p. 542-548, 550-552.

36



zinomy prekiy Zenkly apsauga: koncepcijos v. realybé), Vidaus rinkos derinimo
tarnybos (prekiy Zenklams ir dizainui) organizuotuose dalykiniuose susitikimuo-
se Europos Bendrijos prekiy zenkly teiséjams.

Tyrimy tema darbo autoré skaito paskaitas Teisingumo ministerijos Moky-
mo centre.

Darbo struktiira. Darbo struktiirg nulémé uzsibrézti uzdaviniai. Darbas su-
sideda i jvado, $ediy daliy ir iSvady.

Pirmojoje dalyje analizuojami pagrindiniai placiai zinomy ir reputacija tu-
rinciy prekiy zenkly teisinés apsaugos bruozai ir problemos. Viena i$ pagrindiniy
problemuy, susijusiy su placiai Zinomy ir reputacija turinciy prekiy zenkly apsau-
ga, — tarptautinés ir ES teisés expressis verbis uzprogramuota placiai zinomy bei
reputacija turinciy prekiy Zenkly atribojimo sisteminé dilema. Remiantis moksli-
ne analize, siekiama pagrijsti, kad Zenklo apsauga nepanasioms prekéms ir (arba)
paslaugoms, kitaip tariant, zenklo apsaugos ribos, savaime nepriklauso nei nuo
zenklo plataus zinomumo fakto, nei nuo registracijos fakto.

Antrojoje dalyje atskleidZziamas pladiai Zinomy prekiy Zenkly teisinés apsau-
gos turinys, analizuojant ES valstybiy nariy teisinio reguliavimo problematika ir
tendencijas. I$samiai analizuojami kriterijai, kurie galéty padéti spresti dél zenklo
plataus Zinomumo, taip pat ES valstybiy nariy teismy taikomas Zinomumo stan-
dartas ir zinomumo jrodinéjimo priemonés.

Treciojoje dalyje analizuojami reputacija turinciy prekiy Zenkly apsaugos
ypatumai ir Sios apsaugos santykis su placiai zinomais prekiy Zenklais. Anali-
zuojama zenklo apsaugos nepanasioms prekéms ir (arba) paslaugoms prigimtis,
skirtingos tokios apsaugos (perzengiancios klasikinés zenkly apsaugos ribas)
teorijos. Daug démesio skiriama kritinei ETT sprendimy analizei ir Zenklo ap-
saugos nepanasioms prekéms ir (arba) paslaugoms riby problemai. Kartu nagri-
néjama dviejy jurisdikcijy — Beniliukso ir JAV - jtaka $iuolaikinéms reputacija
turin¢iy prekiy Zenkly apsaugos nepanasioms prekéms ir (arba) paslaugoms
tendencijoms.

Ketvirtojoje dalyje nagrinéjami teisinio reguliavimo ypatumai ir teismy prak-
tikos tendencijos Lietuvoje. ApZvelgiamos pagrindinés problemos, su kuriomis
susidareé teismai, taikydami tiek pirmajj po Nepriklausomybés atk@irimo priimta
1993 m. Prekiy ir paslaugy zenkly jstatyma, tiek ir $iuo metu galiojanc¢io 2000 m.
Prekiy zenkly jstatymo nuostatas. Pateikiant jy analize, siekiama parodyti, kad
nors galiojantis teisinis reguliavimas ir yra netobulas, ka i§ dalies lémé pirmojoje
darbo dalyje nagrinéta tarptautinés ir ES teisés reguliavimo expressis verbis pro-
blematika, vis délto jis nelémé koncepciniy teismy praktikos klaidy.

Penktojoje dalyje i$samiai nagrinéjami placiai zinomy ir reputacija turinciy
prekiy zenkly teisinés apsaugos procediriniai teisiniai aspektai. Tai yra data, kada
placiai zinomas ar reputacija turintis prekiy Zenklas gali bati tokiu pripazjstamas;
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zenklo pripazinimo pladiai Zinomu ar turin¢iu reputacija procediira; placiai zino-
my ir reputacija turin¢iy prekiy zenkly registro problema.

Sestojoje dalyje nagrinéjamas pladiai Zinomy ir reputacija turinéiy prekiy
zenkly santykis su nesaziningais ketinimais. Nesaziningi ketinimai yra savaran-
kigka Zenkly teisinés apsaugos priemoné (ikiteismine ar teismine tvarka pragant
pripazinti negaliojancia Zenklo, kuris registruoti buvo pareikstas turint nesazinin-
gy ketinimy, registracija). Taigi analizuojama, kaip turi bati sprendziama placiai
zinomy ir reputacija turin¢iy prekiy zenkly, kuriy vienas i$ apsaugos kriterijy yra
kitos $alies nesaziningumas, ir nesaziningy ketinimy, kaip savarankigkos teisiy
apsaugos priemonés, tarpusavio santykio problema. Taip pat nagrinéjama speci-
finés prekiy Zenkly kategorijos, vadinamujy i$ tarybinio laikotarpio ,,paveldéty®
prekiy Zenkly apsaugos problematika. Sie prekiy zenklai dél susiklos¢iusios be-
precedentés situacijos balansuoja tarp dviejy krastutinumy: viena vertus — plataus
zinomumo, kita vertus — apskritai negaléjimo buti saugomiems kaip prekiy zenk-
lai dél neatitikties absoliutiems reikalavimams, keliamiems prekiy zenklams.

ISVADOS

Atlikus mokslinj tyrima, galima konstatuoti, kad $io darbo pradzioje nu-
rodytas tikslas ir suformuluoti uzdaviniai pasiekti. Apibendrinus atlikto tyrimo
rezultatus, pateikiamos tokios pagrindinés i$vados:

1. Tarptautinés ir ES teisés reguliavime dél placiai Zinomy bei reputacija tu-
rinciy prekiy zenkly teisinés apsaugos uzprogramuota sisteminé dilema, prekiy
zenklo apsauga nepanasioms prekéms ir (arba) paslaugoms siejant su Zenklo re-
gistracija. Tarptautinéje teiséje — TRIPS sutarties 16 straipsnio 3 dalyje - jtvir-
tinta nuostata, siejanti zenklo apsaugos nepanasioms prekéms ir (arba) paslau-
goms galimybe su registracija, turi bati suprantama kaip minimalus standartas.
Atliktas tyrimas parodé, kad pladiai zinomo ir reputacija turincio prekiy zenklo
teisinés kategorijos néra konfliktuojancios, bet ir ne sinoniminés (viena kitg pa-
kei¢iancios). Zinomumas yra kriterijus suteikti zenklui apsauga be registracijos ir
netgi be faktinio naudojimo tam tikroje valstybéje. Tai per se néra aplinkybé, le-
mianti zenklo apsaugg ir nepanasioms prekéms ir (arba) paslaugoms. Reputacija
savaime nereiskia zenklo apsaugos kaip placiai Zinomo prekiy zenklo Paryziaus
konvencijos 6bis straipsnio ir TRIPS sutarties 16 straipsnio 2 dalies prasme. ES
teisinis reguliavimas yra sistemiskai nepakankamas, nes butina jtvirtinti Zenklo
reputacijos apsaugos, jos nesiejant su registracija, galimybe.

2. Remiantis kai kuriose ES valstybése narése jtvirtinto teisinio reguliavimo
pavyzdziu, tiek ES teiséje, tiek Lietuvos teisé¢je klausimai dél placiai Zinomy ir re-
putacija turinciy prekiy Zenkly apsaugos ir jos tarpusavio santykio sprestini pagal
trijy apsaugos lygmeny formule.
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Pirmasis apsaugos lygmuo — neregistruoty placiai Zinomy prekiy Zenkly ap-
sauga pagal specifikacijos principa, t. y. tapac¢ioms ir panasioms prekéms ir (arba)
paslaugoms.

Antrasis apsaugos lygmuo — registruoty reputacija turinéiy prekiy zenkly
apsauga perzengiant specifikacijos principo ribas, t. y. nepanasioms prekéms ir
(arba) paslaugoms.

Treciasis apsaugos lygmuo — neregistruoty placiai zinomy prekiy zenkly, tu-
rinciy reputacija, apsauga perzengiant specifikacijos principo ribas, t. y. nepana-
$ioms prekéms ir (arba) paslaugoms.

Taigi zenklo reputacijos (kaip jo reklaminés vertés, patrauklumo) apsauga
turi bati galima tiek registruotiems, tiek neregistruotiems prekiy Zenklams.

Sie trys apsaugos lygmenys neturi biti suprantami ir ai$kinami kaip ,,persi-
dengiantys® ar vienas kitg pakeiciantys, nes skirti skirtingoms teisinéms situaci-
joms reguliuoti. Aiskinant kitaip, baty dar labiau i$ple¢iamos placiai zinomy ir
reputacija turin¢iy prekiy zenkly teisinés apsaugos ribos, vis mazéty vadinamo-
sios klasikinés prekiy zenkly teisinés apsaugos reik§mé.

Tam tikry nuostaty jtvirtinimas tik ES valstybiy nariy, inter alia Lietuvos,
nacionalinéje teiséje néra pakankamas, nes yra butini kokybiskai nauji ETT ais-
kinimai, turintys erga omnes efekta, naujos, kai kuriy valstybiy nariy teisé¢je jau
jtvirtintos teisinés kategorijos ,,placiai Zzinomi prekiy Zenklai, turintys reputacijg®.
Kartu tai rei$kia butinybe reputacijg aiSkinti visy pirma kaip kokybines Zenklo
charakteristikas, nes kiekybines charakteristikas visy pirma zymi ,,plataus zino-
mumo" teisiné kategorija.

3. Dabartiné Europoje esanti reputacija turinciy prekiy zenkly apsauga yra
nutolusi nuo savo pradiniy i$taky (t. y. taikymo isskirtiniams Zenklams ir i$imti-
néms situacijoms). Tam didziausig jtaka turéjo Beniliukso valstybiy teismai. Ta-
¢iau JAV, kur ,,atskiedimo® doktrina jgavo teorinj pagrindima, ji, prieSingai negu
Europoje, liko arciau savo istaky.

4.1999 m. PINO rekomendacijoje dél placiai zinomy prekiy zenkly apsaugos
pasirinktas kriterijy Zenklo pla¢iam Zinomumui nustatyti pobudis kritikuotinas,
nes esmingai i$plecia placiai zinomo prekiy Zenklo apsaugos ribas, paneigia, kad
pagrindiné zenklo apsaugos priemoné vis délto yra ,jprasta“ registracija. Kartu
pazymeétina, kad tam tikry kriterijy numatymas per se néra neigiamas dalykas,
bet tik tokiu atveju, jeigu akcentuojama pagalbinio (orientacinio) pobtidzio tokiy
kriterijy reik§mé.

5. Prekiy zenkly apsauga turi bati grindziama tokia hierarchija:

pirma, klasikiné prekiy zenklo apsauga tapacioms ir panasioms prekéms ir
(arba) paslaugoms (pirmoji pakopa - registruoto; antroji pakopa - placiai Zinomo
neregistruoto zenklo);

39



antra, placiai zinomy ir (arba) reputacija turinéiy prekiy zenkly apsauga ne-
panasioms prekéms ir (arba) paslaugoms;

trecia, zenkly apsauga nuo kity asmeny nesaziningy ketinimy pareiskiant
registruoti prekiy zenklus.

Nors faktinés byloje susiklostanciy aplinkybiy sudétys gali ,,persidengti®,
turi bati vengiama jy alternatyvos.

6. Placiai zinomy ir reputacija turinciy prekiy Zenkly apsauga, kuri apima
ir nesaziningy ketinimy fakta, neturi ,,persidengti“ su nesaziningais ketinimais,
kaip savarankisku kito prekiy zenklo registracijos negaliojimo pagrindu. Kitaip
tariant, $ie pagrindai néra alternatyvis, jie taikomi skirtingai faktinei sudéciai.
Vadinasi, butina ieskoti pusiausvyros ir takoskyros tarp iy dviejy savo prigimti-
mi savarankisky prekiy Zenkly teisinés apsaugos priemoniy. Nesaziningi ketini-
mai pareiskiant registruoti prekiy Zenklg visy pirma yra subjektyviojo veiksnio -
dviejy ginco $aliy tarpusavio santykiy - vertinimas. Placiai Zinomy ir reputacija
turinciy prekiy zenkly teisiné apsauga — pirmiausia objektyviyjy veiksniy - zino-
mumo ir (arba) reputacijos, kitaip tariant, kiekybiniy ir (arba) kokybiniy charak-
teristiky vertinimas. Sprendziant dél placiai zinomo ar reputacija turincio prekiy
zenklo apsaugos, visy pirma turi buti vertinami objektyvieji veiksniai; atsakovo
nesaziningumas turi tik fakultatyvine reik$me.

7. Siuo metu ES negalima i$skirti bendro Zinomumo standarto, kuriuo re-
miantis Zenklui baty suteikiama placiai zinomo prekiy Zenklo apsauga. Lietuvos
teismy praktikoje taikomas zinomumo standartas pripazinti Zenklg placiai zino-
mu yra gana aukstas (mazdaug 50 procenty ir daugiau).

Visuomenés nuomonés tyrimy reik§émeé, sprendziant dél zenklo plataus
zinomumo, yra nevienoda. Vienose valstybése jiems suteikiama didesné, kito-
se — mazesné reik§mé. Vis délto ,,ribiniais* atvejais butent visuomenés nuomonés
tyrimai turéty buti pagrindinis jrodymas sprendziant, ar yra pagrindas pripazinti
prekiy zenklg pladiai Zinomu.

8. Placiai Zinomo ar reputacija turincio prekiy zenklo apsauga turi biti grin-
dziama konkrecios bylos pagrindu (byla po bylos principas). Vienoje byloje spren-
dus dél placiai zinomo ar reputacija turincio prekiy zenklo pazeidimo, t. y. priémus
teigiama sprendima dél Zenklo plataus Zinomumo ar Zenklo reputacijos — pripazi-
nus platy zinomuma ar reputacija tam tikru vienu laiko momentu, savaime nereis-
kia, jog analogiSkai bus sprendziama ir kitu atveju vélesnéje byloje.

Momentas, kada konstatuojamas Zenklo plataus Zinomumo ar reputacijos
faktas, yra svarbus; jis turi bati svarstomas ir aptariamas nagrinéjant ginc¢a, nuro-
domas teismo (ar ikiteisminés institucijos) sprendime. Si taisyklé mutatis mutan-
dis taikytina ir tada, jeigu dél zenklo plataus Zinomumo ar reputacijos yra spren-
dziama a priori administracine procediira, kuri, nors ir yra kritikuotina, nustatyta
kai kuriy ES valstybiy nariy teiséje.
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Negali buti pripazjstama negaliojancia kito (konfliktuojancio) prekiy zenklo
registracija, jeigu $io zenklo teisiy apsaugos pradzia atitinkamoje valstybéje yra
ankstesné, negu ieSkovui priklausantis prekiy Zenklas tapo placiai zinomas arba
igijo reputacija toje valstybéje (i$skyrus atvejus, kai paraiska zenklui registruoti
buvo paduota turint nesaziningy ketinimy). Negali biti uzdrausta naudoti prekiy
zenkla, jeigu bona fide naudojimas valstybéje naréje buvo pradétas iki ieSkovui
priklausantis zenklas tapo placiai zinomas ar jgijo reputacija toje valstybéje.

9. Siekiant informuoti kitus Gkio subjektus apie pripazintus placiai zinomais
ar reputacija turindiais prekiy zenklus, batina geresné informacijos sklaida. Skir-
tingose valstybése taikomos skirtingos sistemos: vienose sukurti ,i$ankstinio”
(ex-ante), kitose — ,vélesnio (ex-post) pobudzio tokiy prekiy Zenkly registrai.

Remiantis atliktu tyrimu, daroma iSvada, kad racionaliausias sprendimas
yra tas, jog Lietuvos Respublikos valstybinis patenty biuras parengty ,vélesnio®
(ex-post) pobudzio duomeny baze (vieS§inamg interneto tinklalapyje), kurioje
bty skelbiami teismo (ar ikiteisminés institucijos) sprendimai dél prekiy Zenklo
pripazinimo placiai Zinomu (ar turinéiu reputacija). Sioje duomeny bazéje turé-
ty bati pateikiama aiski ir tiksli informacija naudotojams, kad prekiy zenklas j
$ig (placiai Zinomy ar reputacija turinciy prekiy Zenkly) duomeny baze jrasytas
tik informaciniais tikslais (kada ir koks prekiy zenklas teismo (ar ikiteisminés
institucijos) sprendimu buvo pripazintas plac¢iai Zinomu (ar turiné¢iu reputacija).
Kartu batina nurodyti, kad placiai zinomo ar reputacija turincio prekiy zenklo
apsauga yra grindziama konkrecios bylos pagrindu (byla po bylos principas).

10. 2000 m. Prekiy Zenkly jstatymo 7 straipsnio 1 dalies 3 punkte jtvirtintos
teisés normos expressis verbis nereiskia absoliucios placiai Zinomo prekiy zenklo
apsaugos. Teismy praktika pagrjstai atmeté tokios (absoliucios) apsaugos gali-
mybe.

Lietuvoje galiojantis teisinis reguliavimas, kai dél Zenklo reputacijos gali
spresti ir Valstybinio patenty biuro Apeliacinis skyrius ikiteismine tvarka, o dél
zenklo plataus zinomumo - tik teismas, keistinas. Bitina numatyti, kad tiek dél
zenklo plataus Zinomumo, tiek dél Zenklo reputacijos gali spresti ir Valstybinio
patenty biuro Apeliacinis skyrius, kai jstatymy nustatyta tvarka yra pareiskiamas
protestas dél kito (vélesnio) zenklo registracijos pripazinimo negaliojancia.

11. ES teisyne, butent Reglamente dél Bendrijos prekiy Zenklo (EB) Nr. 207/
2009, turi buti numatyta galimybé valstybéje naréje placiai zinomam neregis-
truotam prekiy zenklui, turin¢iam reputacijg, gin¢yti Bendrijos prekiy zenklo
registracija. Turint omenyje tai, kad kai kuriose valstybése jau yra expressis verbis
numatyta neregistruoty placiai Zinomy prekiy Zenkly, turinéiy reputacijg, apsauga
(perzengianti specifikacijos principo ribas), susiklosto nevienoda tokios katego-
rijos prekiy zenkly apsauga nacionaliniu ir ES lygmenimis.
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